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(No. 139) 
Tue Batpwin Company AND THE VaLitey Gem Piano ComMpPaNy 


v. R. S. Howarp Company, AND 


(No. 113) 


Tue Batpwin Company v. R. S. Howarp ComMPpaNny 
Supreme Court of the United States 


April 11, 1921 


TrapeE-Marks AND TrRADE-NAamMes—“Howarp”’—Part or CorPpoRATE NAME 

Suir FoR CANCELLATION OF KEGISTRATION—APPEAL AND PETITION 

FOR Writ or CEerTIORARI—LACK OF JURISDICTION—DENIAL. 

Where a suit for cancellation of a trade-mark registration was 
dismissed in turn by the Examiner of Interferences, and the Commis- 
sioner of Patents, and their decision reversed by the Court of Appeals 
of the District of Columbia, no appeal from the decision of the latter 
court to the Supreme Court of the United States, or petition for a 


| writ of certiorari could be taken, such decision being in no sense a 
final judgment, but the decision is to be certified to the Commissioner 
to govern further proceedings in the case. 


No. 189 is an appeal from the Court of Appeals of the District 
of Columbia. 
No. 113 is on petition for a writ of certiorari to the Court 


of Appeals of the District of Columbia. 


Mr. Justice Day delivered the opinion of the Court. 

No. 139 is here upon an appeal from a decision of the Court 
of Appeals of the District of Columbia reversing the decision of the 
Commissioner of Patents. 

No. 113 is an application for a writ of certiorari to review the 
same decision of the Court of Appeals of the District of Columbia. 
The case is reported in 48 D. C. Apps. 437. 

The Commissioner of Patents refused to cancel the certificates 
of registration of a trade-mark consisting of the word “Howard” 
registered by the Baldwin Company, October 17, 1905, and made a 
like ruling refusing to cancel the certificate of registration of the 
word “Howard” arranged in monogram with the initials “V. G. P. 
Co.” registered March 8, 1898, which marks were registered as 


trade-marks for pianos. ‘The appeals were heard together in the 
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District Court of Appeals upon the appeal of the Howard Com- 
pany. 

Proceedings were brought in the Patent Office by the Howard 
Company against the Baldwin Company to cancel the certificates 
of registration. It appears that a suit was begun in the District 
Court of the United States for the Southern District of New York 
by the Baldwin Company against the Howard Company while the 
cancellation proceedings were pending, which resulted in a decree 
in favor of the Baldwin Company restraining the Howard Com- 
pany from making or selling pianos bearing the word “Howard,” 
but permitting it to use the marks “R. S. Howard Company” and 
“Robert S. Howard Company.” 233 Fed. 439 [6 T. M. Rep. 310}. 
This decree was affirmed by the Circuit Court of Appeals for the 
Second Circuit. 2388 Fed. 154 [6 T. M. Rep. 535]. 

The Baldwin Company filed in the Patent Office a certified 
copy of the record in the Federal courts in New York, and in the 
Patent Office the Examiner of Interferences and the Commissioner 
of Patents, on appeal to him, held that the adjudication in the 
New York courts was a bar to the claim of the R. S. Howard Com- 
pany to cancel the certificates of registration of the trade-mark 
‘Howard,’ and dismissed the petition of the Howard Company; 
thereupon, appeal was taken from the decision of the Commissioner 
to the Court of Appeals of the District. That court reversed the 
decision of the Commissioner of Patents and directed the clerk to 
certify its decision as required by law. 

The application in the Patent Office to cancel the trade-marks 
was under Section 13 of the Trade-Mark Act of February 20, 1905, 
33 Stat. 738, which provides: 

“Sec. 13. That whenever any person shall deem himself injured by 
the registration of a trade-mark in the Patent Office he may at any time 
apply to the Commissioner of Patents to cancel the registration thereof. 
The Commissioner shall refer such application to the examiner in charge 
of interferences, who is empowered to hear and determine this question and 
who shall give notice thereof to the registrant. If it appear after a hear- 
ing before the examiner that the registrant was not entitled to the use of 
the mark at the date of his application for registration thereof, or that 


the mark is not used by the registrant, or has been abandoned, and the 
examiner shall so decide, the Commissioner shall cancel the registration. 
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Appeal may be taken to the Commissioner in person from the decision of 
examiner of interferences.” 


The appeal from the decision of the Commissioner to the Court 
of Appeals of the District was under Section 9 of the Act, which 
provides: 

“Sec. 9. That if an applicant for registration of a trade-mark, or a 
party to an interference as to a trade-mark, or a party who has filed op- 
position to the registration of a trade-mark, or party to an application for 
the cancellation of the registration of a trade-mark, is dissatisfied with the 
decision of the Commissioner of Patents, he may appeal to the Court of 
Appeals of the District of Columbia, on complying with the conditions re- 
quired in case of an appeal from the decision of the Commissioner by an 
applicant for patent, or a party to an interference as to an invention, and 
the same rules of practice and procedure shall govern in every stage of 
such proceedings, as far as the same may be applicable.” 


A motion is made to dismiss the appeal. No specific provi- 
sion is made for an appeal from the decision of the District of 
Columbia Court of Appeals reviewing the decision of the Commis- 
sioner of Patents, but the decision is to be certified to the Commis- 
sioner to govern further proceedings in the case. Section 4914 
Rev. Stats.; 8 U. S. Comp. Stats. 9459. 

If the decision of the Court of Appeals of the District of 
Columbia is not final, then the motion to dismiss the appeal should 
be sustained, and we have no authority to grant a writ of certiorari, 
Judicial Code, Secs. 250-251. 

The nature of proceedings of the character now under con- 
sideration was considered in Frasch v. Moore, 211 U.S. 1, in which 
the opinion of Chief Justice Alvey, speaking for the Court of 
Appeals of the District of Columbia in Rousseau v. Brown, 21 App. 
D. C. 73, 80, explaining the nature of this statutory proceeding 
and affirming that it did not authorize a judgment but only the 
return by the Court of Appeals of a certificate to the Commissioner 
of Patents, to be there entered of record to govern further pro- 
ceedings in the case, was fully approved. 

In Atkins v. Moore, 212 U. S. 285, application for registration 
of a trade-mark was refused by the Examiner, which action was 
approved by the Commissioner, and affirmed on appeal by the Court 


of Appeals of the District of Columbia, an appeal and writ of 
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error were allowed, both of which were dismissed in this court. 
The previous decisions of this court were reviewed by Chief Justice 
Fuller, speaking for the court, and in concluding the opinion he 
said: 

“In the light of the various details of the Act of February 20, 1905, 
and of the specific provisions of Section 9, we were of opinion (Gaines v. 
Knecht, 212 U. S. 561) that proceedings under the act were governed by 
the same rules of practice and procedure as in the instance of patents, and 
the writ of error was accordingly dismissed. The same result must follow 
in the present case. 

“Under Section 4914 of the Revised Statutes no opinion or decision 
of the Court of Appeals on appeal from the Commissioner precludes ‘any 
person interested from the right to contest the validity of such patent in 
any court wherein the same may be called in question,’ and by Section 
4915 a remedy by bill in equity is given where a patent is refused, and we 
regard these provisions as applicable in trade-mark cases under Section 9 
of the Act of February 20, 1905.” 

We are of the opinion that the principle there announced con- 
trols this case. No provision is made which permits this statutory 
proceeding to be carried beyond the decision of the Court of Appeals 
of the District of Columbia, the decision of which court is directed 
to be certified to the Commissioner of Patents. It is in no sense a 
final judgment reviewable here upon writ of certiorari or appeal. 

It is true that in Estate of Beckwith v. Commissioner of 
Patents, 252 U. S. 588, this court allowed a writ of certiorari from 
a decision of the Court of Appeals of the District of Columbia, 
affirming a decision of the Commissioner of Patents, in an applica- 
tion to register a trade-mark. No question of the jurisdiction of 
the court was considered in that case, and an inadvertent allowance 
of the writ of certiorari does not establish the jurisdiction of the 
court. Fritch, Inc. v. United States, 248 U. S. 458, 463. 

It follows that the appeal must be dismissed, and the petition 


for a writ of certiorari denied. So ordered. 
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NaTIONAL CircLeE, DAUGHTERS oF ISABELLA V. NATIONAL ORDER OF 


DAUGHTERS OF ISABELLA 
(270 Fed. Rep. 723) 


United States Circuit Court of Appeals, Second Circuit 
December 15, 1920 


1. Unram Competition—Re.icgious AND BENEVOLENT ASSOCIATIONS FOR 
WomeN—SIMILARITY IN CorPORATE NAMES—INJUNCTION. 
Complainant, having been first to adopt and use the words “Daugh- 

ters of Isabella” as part of its corporate name and to establish 
branches bearing same, is entitled to restrain the defendant from the 
use of such words or of a designation so similiar thereto as to mislead 
the public. 

2. Uwnratr CoMPETITION—NAME OF CoRPORATION—CONFUSING SIMILARITY 
EXTENT OF Protrecrion—LacHEsS—DwRaTION OF CONSENT. 

The name of an association or corporation is, like a trade-mark, 
not necessarily limited in use to the state in which it is incorporated, 
but may be protected in every state, under justifying conditions, where 
it lawfully conducts its business; and laches will not be a bar to such 
protection where, as in the present case, fraud is evident; and where, 
as here, the consent to the use of a name is inferred from knowledge 
and silence, such consent lasts no longer than the silence from which 
it springs. 


In equity. From a decree for defendant, complainant appeals. 
Reversed, with directions. 


Mills & Mills, of Albany, N. Y. (Charles F. Roberts, of New 
Haven, Conn., and Howard F. Landon, of Salisbury, 


Conn,. of counsel), for complainant. 


P. H. Fitzgerald, of Utica, N. Y., for defendant. 


Rocers, Circuit Judge: This case presents the question 
whether the complainant is entitled to enjoin the defendant and 
all its subordinate branches and lodges from using the name 
“Daughters of Isabella.” 

The complainant and the defendant are composed of women 
of the Catholic faith, and they are organized for religious and fra- 
ternal purposes. The complainant’s charter states that: 

“The objects and purposes of said corporation shall be to render 
pecuniary aid and assistance to sick and distressed members and to the 


beneficiaries of members whether such sickness be temporary or incurable, 
and to render pecuniary aid toward defraying the funeral expenses of 
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members, and to promote social and intellectual intercourse among its 
members.” 


The particular objects for which the defendant was incor- 
porated as stated in its certificate for incorporation are: 

“A. For the purpose of promoting the social and intellectual stand- 
ing of its members. 

“B. For literary purposes. 

“C. For the purpose of rendering such aid and assistance among its 


members as shall be desirable and proper, and by such lawful means as to 
them shall seem best.” 


The defendant was incorporated on June 24, 1903, under the 
name “Daughters of Isabella,’ and in June, 1905, it petitioned the 
Supreme Court of the State of New York to change its name to 
“The National Order of the Daughters of Isabella.’’ Its petition 
was granted on August 7, 1905. 

The defendant's articles of incorporation contain no express 
provision for the establishment of branches. 

The incorporation of the Connecticut association on March 7, 
1904, contained no provision for the establishment of branches. 
But its articles of incorporation were amended on November 5, 
1904, and as amended the power was obtained to establish branches 
in Connecticut and elsewhere. 

The complainant’s charter, granted on July 25, 1907, reads 
as follows: 

“Said corporation shall have power to locate and establish state and 
district circles, local or subordinate circles, or other branches or divisions 
thereof under the name of Daughters of Isabella, composed of members of 
the order in any town or city in this state or in any other state of the United 
States, or in any other country, and said state, district, or local circles, or 
other branches or divisions, when so established, shall be governed and 
managed by such laws, by-laws, rules and regulations against any such state, 
district, or local circle or circles, or other branches or divisions in any 
court of this state or of any other state in the United States, and said 
corporation may grant charters to such state, district, or local circles, or 
other branches or divisions, and may authorize such state, district, or local 
circles to make, subject to the approval of the national or some authorized 


officer thereof, such local by-laws as the needs of any state, district, or local 
or subordinate circle, or other branch or division may seem to require.” 


The defendant soon after its incorporation began to organize 


subordinate lodges or branches in different states. It had at the 
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time this case was considered below some 300 branches or courts 
with a membership of some 25,000. 

The complainant in this case alleges in substance that the de- 
fendant upon its incorporation in the State of New York appro- 
priated a name similar to that of a then existing voluntary asso- 
ciation in the State of Connecticut, which was the predecessor in 
title and interest of the complainant, and adopted a ritual, odes, 
and ceremonies substantially similar to those in use by such volun- 
tary organization and which were later adopted and used by the 
complainant. It is also alleged that defendant has established and 
is creating local branches or lodges using the words ““The Daugh- 
ters of Isabella,’ which are the words used by the complainant in 
designating its branches or councils, and that this has caused great 
confusion and uncertainty in the minds of many persons and has 
deceived many, inducing them to join with the latter’s branches 
under the belief that they are the branches of the complainant. 
The complainant asks an injunction restraining the defendant from 
establishing any further branches in any part of the United States 
under the name “Daughters of Isabella,” and of any name so similar 
thereto as to be likely to deceive or induce persons to join or treat 
with it as the complainant, and it also seeks to restrain and enjoin 
the defendant and all its subordinate branches and lodges from 
using or continuing to use such name or any name so similar thereto 
as to be likely to create confusion, or to deceive the public or to 
induce persons to join or treat with the same as the complainant. 
And an accounting of damages and loss of income and profits is 
asked. 

It appears that in May, 1897, at New Haven, Conn., there was 
organized a voluntary secret fraternal benefit association by women 
of the Catholic faith under the name of “The Ladies’ Auxiliary of 
Russell Council, No. 65, Knights of Columbus.” That from the 
time of its formation the members called each other “Daughters of 
Isabella.” The organization adopted a constitution and a ritual. 
In 1898 the association appointed a committee to consider the matter 
of incorporating under the name “Daughters of Isabella,’ but took 


no further action at that time. In 1901 the association adopted, 
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and its members began to wear, a society pin on which appeared 
letters and symbols indicating “Daughters of Isabella” and by that 
name the members were commonly known among themselves and 
to the public. This association was incorporated on March 7, 1904, 
under the laws of the State of Connecticut, and under the name 
“Daughters of Isabella, No. 1, Auxiliary to Russell Council, No. 65, 
Knights of Columbus.’ The aforesaid corporation was organized 
by the members of the original voluntary association, and it adopted 
the same constitution, used the same ceremonies, ritual, songs, 
society pin, and insignia, and continued to carry out the plans and 
purposes of the original voluntary association, and to use and be 
known by the name of “Daughters of Isabella.” It was the suc- 
cessor in title and in all other respects to the rights of the original 
voluntary association, including the right to use the name “Daugh- 
ters of Isabella.” In November, 1904, its articles of incorporation 
were amended and it was empowered to establish branches under 
the name of “Daughters of Isabella.” By a special act of the 
General Assembly of the State of Connecticut, approved on July 
25, 1907, all of the incorporators named in the articles of incorpora- 
tion of March 7, 1904, were on their application and the applica- 
tion of the subordinate branches granted a charter incorporating 
them under the name of “National Circle, Daughters of Isabella,” 
with power to establish branches within the state and elsewhere. 
And this second corporation used substantially the same cere- 
monies, ritual, songs, society pin, and insignia, and continued to 
carry out the purposes of the first corporation. The National 
Circle, Daughters of Isabella, has continued ever since to be the 
successor to all the rights and privileges of the original voluntary 
association, including the right to the use of the name “Daughters 
of Isabella.” 

It also appears that as early as the year 1899 the National 
Secretary of the Knights of Columbus was receiving from time to 
time inquiries from various sections of the country regarding the 
“Daughters of Isabella,” and that such inquiries were referred by 


him to the officers of the voluntary association at New Haven al- 


ready referred to. Prior to the organization of the defendant one 
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Michael F. Kelly of Utica, N. Y., was at New Haven, and there 
discussed with the National Secretary of the Knights of Columbus 
the voluntary association of the Catholic women that there existed, 
and obtained from him the name of its presiding officer, and from 
her he obtained copies of the ritual and installation exercises then 
being used by such voluntary association. Later Kelly was instru- 
mental in organizing the Catholic women of Utica into the defendant 
organization under the name “The Daughters of Isabella” which 
was incorporated on June 24, 1903, under the laws of the State of 
New York. He furnished to the New York corporation the basic 
idea of that organization, which, on its petition to the Supreme 
Court of the State of New York, had its name changed on and 
after September 15, 1905, so that it should be thereafter known 
as ‘“National Order of the Daughters of Isabella.” This corpora- 
tion is not under its articles of incorporation, expressly empowered 
to organize or institute subordinate lodges or courts or branches, 
but it has nevertheless done so in various states. 

[It appears that the New York organization, prior to April 4, 
1904, had no branch or court in the State of Connecticut, but on that 
date it established a branch at Naugatuck in that state. Some time 
in April or May of that year the New York corporation, defendant 
herein, applied to the Secretary of State in Connecticut for leave 
to file a copy of its articles of association preliminary to its be- 
ginning business in that state and was refused because of the 
practical identity of its name with that of the Connecticut corpora- 
tion. In January, 1905, it applied to the General Assembly of 
Connecticut to incorporate it in that state under the name “National 
Order, Daughters of Isabella,” and the application was refused. 
Then, in September, 1905, the Supreme Court of New York having 
in June of the same year granted it permission to change its name 
to National Order of the Daughters of Isabella, it filed a certificate 
of its articles of incorporation with the Secretary of State in Con- 
necticut. Then it established a number of courts in that state, in- 
cluding a “state court.’”” Thereupon, and on October 21, 1907, a 
complaint was filed in the superior court at New Haven, Conn., and 


an injunction was asked restraining the defendant from establish- 
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ing any further branches in that state under the name and title of 
“Daughters of Isabella,’ and it was also asked that defendant's 
existing subordinate branches within the state be restrained from 
using that name or title. That court awarded the injunction, and 
on appeal to the Supreme Court of Errors the order was affirmed. 


The Supreme Court in speaking of the complaint said: 


“But the complaint does not ask that the New York corporation be en- 
joined from using its corporate name. It asks that it be restrained from 
establishing any further branches in this state under the name and title of 
‘Daughters of Isabella,’ and that its existing subordinate branches within 
the state be restrained from using that name or title. The injunction was 
asked and granted upon the ground that this distinctive portion of the 
plaintiffs’ name was being used by the defendants to the plaintiffs’ injury, 
to the confusion of their business, and so as to deceive the public, and not 
upon the ground that the two names were identical. The words ‘Daughters 
of Isabella’ are the distinctive words in the name of each of the corpora- 
tions. They are common to all of them, and are the ones by which the 
public designates the members of the different corporations. Whether 
such members belong to the National Circle * * * or subordinate circles, 
is a matter which concerns the members only. To the public they are all 
Daughters of Isabella. The finding makes it clear that the plaintiffs first 
adopted these words as distinctive of their association and activities, and 
that they and the voluntary association out of which they grew were using 
them several years before the defendant was organized. The New York 
corporation found the plaintiffs here using the name in pursuing their 
objects and purposes when it first came to this state and sought permis- 
sion to do business here under the same name. After its change of name 
the court finds that, with full knowledge of the plaintiffs’ rights and of the 
injury and loss that must result to them from the establishment here by 
the defendant of subordinate branches, it proceeded to establish such 
branches, and is threatening to establish others under the name ‘Daughters 
of Isabella” To thus appropriate and use the distinctive portion of the 
plaintiffs’ name was in effect to appropriate their name. * * * The court 
finds that the effect of this use of the name by the defendants has been, 
as alleged in the complaint, to cause confusion and uncertainty in the 
plaintiffs’ business, to injure them pecuniarily and otherwise, and to de- 
ceive and mislead the public. In such a case an injunction lies in favor 
of the corporation first using the name to restrain another corporation thus 
attempting to appropriate and use it.” Daughters of Isabella No. 1 vy. 
National Order, Daughters of Isabella, 83 Conn. 679, 78 Atl. 333, Ann. Cas. 
1912A, 822. 


In that action the present complainant, the National Circle, 
Daughters of Isabella, was one of the plaintiffs and the present 
defendant, the National Order, Daughters of Isabella, was one of 
the defendants. The fact that there was associated with the pres- 


ent plaintiff a branch known as “Daughters of Isabella No. 1” and 
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with the defendant certain branches established by it within the 
State of Connecticut is immaterial so far as any question now before 
us is concerned. 

The district judge in the present suit in making his findings 
was in error when he declined to find as follows: 


“The issue of fact as to the priority of the use of the name and title 
‘Daughters of Isabella’ by the predecessor in interest of the complainant 
here, raised in the said action in said superior court, and the issue of fact 
as to the succession of interest and title by the complainant here, from the 
original user of the said name and title, raised in the said action in said 
superior court, were the identical issues of fact as to such priority of use 
and as to such succession raised by the pleadings in the above-entitled 
action.” 


The learned district judge, in referring to the Connecticut 
judgment, stated that 


“It settled and settles forever the rights of the parties in that state 
ind no other.” 


We admit that the cause of action in that case is not identical 
with the one alleged in the instant case. We admit that the judg- 
ment in that case only enjoined the defendants from using the name 
“Daughters of Isabella” within the State of Connecticut. But we 
do not agree that the Connecticut action settled nothing which can 
in any way affect the rights of the parties in the present suit. 

The findings of the Connecticut court are conclusive upon the 
parties to that litigation, and they are as conclusive outside of Con- 
necticut as they are inside of the state. And one of the issues of 
fact which it conclusively determined was that the Connecticut or- 
ganization used the words “Daughters of Isabella” for several 
vears before the defendant was organized. And another issue of 
fact which it in substance determined was that the present plaintiff 
is the successor of the voluntary association which in 1901 appro- 
priated the name “Daughters of Isabella.” 

The Connecticut court was not asked to restrain the defendant 
from the use of its name outside of that state or from establishing 
branches outside of the State of Connecticut, so that the decision 
then rendered was not intended to restrain and did not restrain the 


defendant from doing the things complained of in the present suit. 
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The present action seeks to restrain the defendant from doing 
anywhere in the United States what the Connecticut court restrained 
it from doing in that state. But the findings of fact in the Con- 
necticut action, in which the present plaintiff and the present de- 
fendant were parties plaintiff and parties defendant, must be re- 
garded as res adjudicata between them. The findings of the court 
as to the essential facts are conclusive between the parties in all 
subsequent judicial proceedings so long as the judgment remains 
unmodified. They are not only final in the state where the judg- 
ment was rendered, but they are final in every other state. 

As expressed by Lord Hardwicke in Gregory v. Molesworth, 3 
Atkyns, 626, in 1747, when a question is necessarily decided in 
effect, though not in express terms, between parties to the suit, they 
cannot raise the same question as between themselves in any other 
suit in any other form. And in Southern Pacific Railroad Co. v. 
United States, 168 U.S. 48, 49, 18 Sup. Ct. 18, 27 (42 L. Ed. 355), 
it was said: 

“Even if the second suit is for a different cause of action, the right, 
question, or fact once so determined must, as between the same parties or 
their privies, be taken as conclusively established, so long as the judgment 
in the first suit remains unmodified.” 

See too, Forsyth v. Hammond, 166 U. S. 518, 17 Sup. Ct. 665, 
11 L. Ed. 1095; Hartford Life Ins. Co. v. Ibs, 237 U. S. 673, 35 
Sup. Ct. 692, 59 L. Ed. 1165, L. R. A. 1916A, 765; Bates v. Bodie, 
245 U.S. 520, 526, 38 Sup. Ct. 182, 62 L. Ed. 444, L. R. A. 1918C, 
355. 

We may say that, if the question of priority of use were still 
an open one, we should have no difficulty upon the present record 
in reaching the conclusion that the name “Daughters of Isabella” 
was first used by the Connecticut voluntary association. 

There is considerable testimony in the record to show that in 
February, 1898, the voluntary association of the Daughters of 


Isabella had a social meeting in New Haven which was attended by 


a Mr. Kelly, who later organized the defendant corporation under 
the laws of New York. The testimony is that Kelly spoke at this 


meeting and asked the aid of the members present in establishing 
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the Daughters of Isabella at Utica. Four of the women present on 
that occasion testified quite positively to his presence and three of 
of them as to what he said. It does not seem to us probable either 
that they are mistaken or that they testified falsely. The Supreme 
Secretary of the Knights of Columbus for 25 years, Daniel Colwell, 
testified as follows: 


“T recall Mr. Kelly paying a visit here to New Haven some years ago 
in connection with the Daughters of Isabella; it was a visit of inquiry. I 
had received as secretary of my own society innumerable letters inquiring 
about the Daughters of Isabella and how they could be reached; it was my 
custom to refer them to the officers of the society, and particularly to Miss 
Kennedy, the head of the order, and I frequently turned the whole corre- 
spondence over to her, and at other times I answered the letters and re- 
ferred the original writer to Miss Kennedy. I think very likely I referred 
Mr. Kelly to Miss Kennedy for information about the order. I don't 
recall but one conversation with Mr. Kelly about the order. That was at 
my office in Chapel Street, when I was secretary of the Knights of Colum- 
bus. At this particular time he came to learn the method of establishing 
a council of the Daughters of Isabella in Utica. I could not fix the year. 
This conversation between Mr. Kelly and I took place long before the estab- 
lishment of the Daughters of Isabella in Utica. I referred Mr. Kelly to 
Miss Kennedy. I gave him a copy of the ritual which I had prepared for 
the Daughters of Isabella in New Haven. I know Mr. Kelly was intent 
upon the establishment of the Daughters of Isabella in Utica, and I assumed 
and supposed that it was part of the organization here. If I supposed it 
was intended for a separate organization he could not have got the ritual 
from me for $10,000. Mr. Kelley suggested to me that I would furnish 
him with the ritual. I did so, including the songs and odes, and Mr. Kelly 
told me he would pay me for it, and Mr. Kelly kept his word and paid me 
for it. The society we were talking about was called the Daughters of 
Isabella and passed between us as common as ‘How do you do’ today, or 
‘Good-by’ tomorrow. I do not recall any occasion on which I was present 
at a meeting of the organization in the Wood’s building at which Mr. 
Kelly was present.” 


The last reference is to the social meeting already referred to 
which it is said that Mr. Kelly attended. The latter denies that 
he was present at the meeting, or that he ever addressed any such 
meeting and expressed a wish to have the members go to Utica and 
establish the Daughters of Isabella. His testimony is: 

“T never said, I hoped to have the ladies go to Utica, and establish 
Daughters of Isabella there. In 1897 or 1898 I did not or had not from 
any source heard the words ‘Daughters of Isabella’ as applied to any or- 


ganization. I first heard the words ‘Daughters of Isabella’ as applied to 
an organization when I used it myself late in 1901 or early in 1902.” 
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It is impossible to reconcile his testimony with that of the 
otlier testimony in the record. Some one is mistaken, and, while 
we do not believe that Mr. Kelly intentionally misstated the facts, 
we think that he is mistaken in his recollections. He was instru- 
mental in organizing the association at Utica in 1908, and in having 
it incorporated under a name containing the words “Daughters of 
Isabella.” While it is claimed that the persons who formed that 
corporation were not aware at the time of the existence of another 
organization under the name “Daughters of Isabella,’ we think it 
improbable that such was the fact. 

In Creswill v. Knights of Pythias, 225 U. S. 246, 260, 32 Sup. 
Ct. 822, 56 L. Ed. 1074, the court stated that a conflict in the deci- 
sions existed as to whether in controversies over the right to use the 
name as between such organizations as the Knights of Pythias, for 
example, the court below was right in applying the rules applicable 
to trade-marks and trade-names and unfair competition in trade. 
The court in that case refrained from any discussion of the question. 
It is true that some difference of opinion exists as to whether 
eleemosynary or charitable corporations having nothing to sell and 
which do not make money are beyond the protection of the law of 
unfair competition. The question whether distinct identity may 
often be as important to such corporations and whether their interest 
in their names may be as definite and specific as though they were 
engaged in commercial undertakings is not before us in the instant 
case, and we make no intimations concerning it. The parties to the 
present suit are not eleemosynary or charitable corporations. The 
complainant and the defendant are fraternal beneficiacy corpora- 
tions without capital stock. They are organized and carried on 
for the mutual benefit of their members, and not for profit. They 
are nevertheless business corporations, collecting from their mem- 
bers certain assessments out of which payments are made upon the 
death or disability of members to the designated beneficiaries. In 
this respect they resemble life insurance companies. The law of 
unfair competition applies to them. Such corporations have a right 


in their name, and equity in proper cases will enjoin another from 


the use of the same name or one so similar to it as to mislead the 
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public. Wherever the name is calculated to deceive or tends to 
confusion the use may be enjoined. Von Thodorovich v. Franz- 
Josef Benevolent Association (C. C.) 154 Fed. 911. The right to 
injunctive relief against the improper use of a corporate name is, 
by many of the courts, not limited to corporations engaged in 
business and trade, but it extends to charitable, religious, benevolent, 
and patriotic societies. Society of 1812 v. Society of 1812, 46 App. 
Div. 568, 62 N. Y. Supp. 355; Salvation Army in the United States 
v. American Salvation Army, 1385 App. Div. 268, 120 N. Y. Supp. 
171; Benevolent and Protective Order of Elks v. Improved and 
Benevolent Order of Elks of the World, 205 N. Y. 459, 98 N. E. 
756; International Committee, Y. W. C. A. v. Young Women’s 
Christian Association, 194 Ill. 194, 62 N. E. 551, 56 L. R. A. 888. 

It must be conceded that the name of any organization, whether 
a voluntary association or of a corporation, if engaged in business, 
is, like that of trade-mark, not necessarily limited in its enjoyment 
by territorial bounds. The fact that the plaintiff herein is a Con 
necticut organization does not in itself restrict its right to the pro- 
tection of its name to the confines of that state. But its right to 
protection may be asserted under justifying conditions in every 
state in which it is permitted to conduct its business. 

Importance cannot be attached to the fact that the defendant 
was incorporated first. The mere incorporation of an organization 
under a particular name does not add anything to its right to use the 
name as against another organization unincorporated and already 
using the same or a similar name. Salvation Army in the United 
States v. American Salvation Army, supra; Grand Lodge of the 
Ancient Order of United Workmen of Iowa v. Graham, 96 Iowa, 
592, 65 N. W. 837, 31 L. R. A. 183. 

In Nims, on Unfair Competition (2nd Ed.), p. 163, it is well 
said that the fact that the defendant corporation, in a suit for un 
fair competition involving its name, has been chartered by some 
state government, does not afford it a defense or immunity from 
action against it in a federal court or state court by a corporation of 
another state, where the name adopted is used to compete unfairly 


with the complainant company. And see Peck Bros. & Co. v. Pech 
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Bros. Co., 118 Fed. 291, 51 C. C. A. 251, 62 L. R. A. 81; Ft. Pitt 
Building & Loan Association, etc. v. Model Plan Building & Loan 
Association, 159 Pa. 308, 28 Atl. 215. The writer already quoted, 
Nims, on Unfair Competition, p. 62, also says that a corporate name 
is chosen by the incorporators themselves, and that, that being the 
case, their responsibility for its use is greater than in the case of 
their own personal names. 

“Incorporators of a company,” he says, “choose a name at their peril. 
They will be presumd to know the names under which the probable existing 
competitors of the new company are doing business. The choice of a name 
colorably similar to that used by a competitor is evidence of fraud, espe- 
cially if it is likely that the new corporation will profit by the confusion 


that will result from the similarity between its names and that of a com- 
petitor.” 


In many cases the exclusive right to a trade-name or to a trade- 
mark is founded upon priority of appropriation. In the ordinary 
case of parties competing under the same name or mark in the 
same market prior appropriation settles the question of the right. 
There are exceptional circumstances when the question of prior 
appropriation appears legally unimportant. Hanover Milling Co. 
v. Metcalf, 240 U. S. 403, 415, 36 Sup. Ct. 357, 60 L. Ed. 713 
(6 T. M. Rep. 149]. But in the present suit the exceptional cir- 
cumstances referred to in the Hanover Milling Case are not dis- 
closed. 

A right may be waived or lost by failure to assert it at a 
proper time. Atlantic Coast Line Railroad v. Burnette, 239 U. S. 
199, 36 Sup. Ct. 75, 60 L. Ed. 226; Burnet v. Desmornes, 226 
U. S. 145, 33 Sup. Ct. 63, 57 L. Ed. 159. But, as was said in 
Northern Pacific Railway Co. v. Boyd, 228 U. S. 482, 509, 38 Sup. 
Ct. 554, 562 (57 L. Ed. 931), the doctrine of estoppel by laches 
is not one which can be measured out in days and months, as though 
it were a statute of limitations. “For what might be inexcusable 
delay in one case would not be inconsistent with diligence in an- 
other, and, unless the non-action of the complainant operated to 


damage the defendant or to induce it to change its position, there 


is no necessary estoppel arising from the mere lapse of time. 
Townsend v. Vanderworker, 160 U. S. 171, 186.” 
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In cases of fraud the defense of laches does not appeal to the 
conscience of a chancellor. In Bowen v. Evans, 2 H. L. 257, a bill 
was filed to set aside, on the ground of fraud, a sale of lands under 
a decree nearly 50 years before. Lord Chancellor Cottenham 
observed: 

“So, when much time has elapsed since the transaction complained of, 
there having been parties who were competent to have complained, the 
court will not, upon doubtful or ambiguous evidence, assume a case of 
fraud, although upon fraud clearly established no lapse of time will pro- 
tect the parties to it, or those who claim through them, against the juris- 
diction of equity depriving them of the fruits of their plunder.” 

In McIntire v. Pryor, 1738 U. S. 38, 59, 19 Sup. Ct. 352, 43 
LL. Ed. 606, the Supreme Court did not wish it to be understood as 
holding that even in the case of actual fraud there could be in- 
definite delay in instituting proceedings. The intimation was that 
laches depends upon whether under all the circumstances of a par- 
ticular case the plaintiff is chargeable with a want of due diligence. 

In Sarlehner v. Eisner, 179 U. S. 19, 39, 21 Sup. Ct. 7, 14 
(45 L. Ed. 60) the court said: 

“But in cases of actual fraud, as we have repeatedly held, notably in 
the recent case of McIntire v. Pryor, 173 U. S. 38, the principle of laches 


has but an imperfect application, and delay even greater than that per- 
mitted by the statute of limitations is not fatal to plaintiff's claim.” 


In McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 828, which was 
a suit for the infringement of a trade-mark, the right to an injunc- 
tion was upheld, although there had been a delay of about 20 years 
in instituting proceedings. On account of the unreasonable delay 
in bringing the suit the complainant was denied the right to an 
account for profits. 

In Menendez v. Holt, 128 U. S. 514, 528, 9 Sup. Ct. 148, 145 
(32 L. Ed. 526), an attempt was unsuccessfully made to have the 
doctrine of McLean v. Fleming reconsidered. In declining to 
modify it the court, speaking through Chief Justice Fuller, said: 


“The intentional use of another’s trade-mark is a fraud; and, when the 
excuse is that the owner permitted such use, that excuse is disposed of by 
affirmative action to put a stop to it. Persistence then in the use is not 
innocent; and the wrong is a continuing one, demanding restraint by 
judicial interposition when properly invoked. Mere delay or acquiescence 
cannot defeat the remedy by injunction in support of the legal right, 
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unless it has been continued so long and under such circumstances as to 
defeat the right itself. Hence, upon an application to stay waste, relief 
will not be refused on the ground that, as the defendant had been allowed 
to cut down half of the trees upon the complainant’s land, he had acquired, 
by that negligence, the right to cut down the remainder (Attorney General 
v. Eastlake, 11 Hare, 205); nor will the issue of an injunction against the 
infringement of a trade-mark be denied on the ground that mere procras- 
tination in seeking redress for depredations had deprived the true pro- 
prietor of his legal right (Fullwood vy. Fullwood, 9 Ch. D. 176). <Ae- 
quiescence to avail must be such as to create a new right in the defendant. 
Rodgers v. Nowill, 3 De G. M. & G. 614. Where consent by the owner 
to the use of his trade-mark by another is to be inferred from his knowl- 
edge and silence merely, ‘it lasts no longer than the silence from which it 
springs; it is, in reality, no more than a revocable license.’ Duer, J., 
Amoskeag Mfg. Co. v. Spear, 2 Sandford (N. Y.) 599; Julian v. Hoosier 
Drill Co., 78 Indiana, 408; Taylor v. Carpenter, 3 Story, 458; s. ¢., 2 Woodb. 
& Min. 1.” 


In O’Brien v. Wheelock, 18+ U. S. 450, 4938, 22 Sup. Ct. 354. 
370 (46 L. Ed. 636), the court said: 


“The doctrine of courts * * * to withhold relief from those who have 
delayed the assertion of their claims for an unreasonable length of time is 
thoroughly settled. Its application depends on the circumstances of the 
particular case. It is not a mere matter of lapse of time, but of change 
of situation during neglectful repose, rendering it inequitable to afford 


relief.” 

In Creswill v. Knights of Pythias, supra, it was held that the 
doctrine of laches applies to the use of a name of a fraternal cor- 
poration, and that equity will not grant relief against the use of the 
name by parties who had been using it for many years without 
objection, at the instance of the older organization; there not ap- 
pearing to be any fraud or intent to deceive the public. In that 
case a voluntary association known as the Knights of Pythias com- 
posed of white members only was organized in the District of 
Columbia as early as 1864. A few years later it became incor- 
porated under a general incorporation act of the District, adopting 
the name Supreme Lodge, Knights of Pythias, and in 1894 it re- 
ceived a special charter from Congress. In 1880 an order of the 
Knights of Pythias to which black members only were eligible was 


formed in Mississippi. It became a corporation in the District of 


Columbia in 1889, by virtue of a general incorporation act, under 
the name of the “Supreme Lodge, Knights of Pythias, North and 


South America, Europe, Asia and Africa.” About 1908 an applica- 
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tion for an injunction to prevent the use of the name by the de- 
fendant was asked. The right to the injunction was sustained in 
the Supreme Court of Georgia, which was reversed by the Supreme 
Court of the United States on the ground of laches; it being stated 
to the court by counsel for the defense that the complainant had 
uttered no word of complaint for over a quarter of a century. And 
in that case, as already stated, there was no fraud. The facts in 
that case are therefore readily distinguishable from the facts in 
this. 

And in Nims, on Unfair Competition (2nd Ed.) § 411, that 
writer says: 

“The doctrine of laches as to stale claims in matters of trust does not 
apply in full force to unfair competition cases, where acquiescence will not 
usually be inferred, and, even if at one time the facts would justify a pre- 


sumption of such acquiescence, there still exists in the first user a right 
of revocation of such acquiescence.” 


In our opinion the complainant has not lost its right to the 
protection of its name by its delay in asking the relief it now seeks. 
Its right rests on the principle stated by Chief Justice Fuller above 
quoted that, where consent to the use of a name is to be inferred 
from knowledge and silence, such consent lasts no longer than the 
silence from which it springs. Moreover, in cases of fraud the 
question of laches does not strongly appeal to the conscience of a 
chancellor. 

We do not attach controlling importance to the fact that the 
defendant has organized a large number of branches under the 
name “Daughters of Isabella,” or that it has a larger number of 
branches than the complainant. The branches are parts of the 
parent organization and can have no rights or equities in the name 
which are superior to the rights and equities of the organization of 
which they are a part. 

Those branches which are in Connecticut are already known as 
“The Daughters of Castile,’ and if it becomes necessary for the 
remaining branches to adopt the same name or some name dissimilar 
to that of complainant, the fault is that of the defendant, whose 


improper conduct has occasioned it. If damage is suffered by the 
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defendant corporation by being compelled now to change its name 
and cease its infringement on the plaintiff's name, the loss arises 
out of the defendant’s own folly in deliberately incorporating under 
a name already in use. 

Under all the circumstances and the delay which have occurred 
there is no right to an accounting. 

The decree is reversed, and the District Court is directed to 


issue an injunction as prayed. 


Tue Bayer Company, [Nnc., v. Unirrep Druc Company 


United States District Court 
for the Southern District of New York 


April 14, 1921 


1. Trape-Marks and ‘TRapDE-NAMES—INFRINGEMENT—“ ASPIRIN’ —STATUS 

Arrer ExpiraTION oF Patrent—SeEcONDARY MEANING. 

Where plaintiff and its predecessor, from whom it obtained patent 
rights for the manufacture of acetyl salicylic acid, widely advertised 
its product under the name “Aspirin,” and sought thereby to identify 
itself as having an exclusive right to said name, but restricted such 
advertising and sale of the goods to physicians, manufacturing chemists 
and druggists, who bought it in powdered form and prescribed or 
resold it in tablet form under the name “Aspirin,” followed only by 
the name or initials of the seller, plaintiff cannot claim an exclusive 
right thereto, despite the fact that for a brief period its product was 
sold to consumers direct under the designation “Bayer—Tablets of 
Aspirin,” as such user of the word was inadequate to give it a second- 
ary or trade-mark meaning, and the phrase itself clearly indicated 
that the term “Aspirin” had become generic. 

2. Trape-Marks anp TrapE-Names—Unrair Competirion—Aspirin”™ 

“Acetyt Saxuicytic Acip”’—Name or Patentep ArticLe—INaApE- 

QuACY OF PaTENT TO PROTECT. 

In a suit for unfair competition, where plaintiff succeeded to the 
patent rights for the manufacture of “acetyl salicylic acid” and sold it 
under the name “Aspirin,” the fact that the patent was inadequate 
wholly to protect the name of the drug is immaterial, as the evidence 
fails to show that buyers regarded “Aspirin” and “acetyl salicylic 
acid” as the same thing. 

3. Trape-Marks anv Trapve-Names—“Aspirin”—Vatipiry or Trape-MarKk 
—Mustr Ipentiry User. 
The validity of a trade-mark does not strictly depend upon its 
meaning only the difference between a genus, defined by the kind of 
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goods, and a species, defined by that kind as emanating from the 
owner, but it must identify the latter or he cannot prevent others from 
using it. 
4. Trape-Marks ano Trape-Names—Asprrin’—“Acetyit Saricyitic Aci” 
Unrair Comretitrion—Moopiriep INJUNCTION. 

Where, as in the case at issue, the evidence shows that plaintiff's 
manufacture of acetyl salicylic acid has become identified to 2p Baten 
druggists and manuf: wcturing chemists under the trade-mark “Aspirin, 
but is not so identified to the general public, defendant will be re- 
strained from using said word in correspondence, upon business forms 
or containers of acetyl salicylic acid sold to the three classes above 
named, but may sell such drug direct to consumers under the name 
“Aspirin,” subject, however, to certain restrictions as to marking and 
to the size of bottles or boxes containing it. 


In equity. Suit for infringement and unfair competition. 
Modified injunction. 


Livingston Gifford and C. G. Heylmun, both of New York 
City, and Edward S. Rogers, of Chicago, I[Il., for plain 
tiff. 


Laurence A. Janney, of Boston, Mass., for defendant. 


Finding of Facts 


This is a suit in equity between the plaintiff, a New York corporation, 
and the defendant, a Massachusetts See to enjoin infringement 
of the plaintiff's common-law trade-mark “Aspirin.” The bill was filed in 
May, 1917, and alleged that the plaintiff or ‘its predecessors had since 1899 
been selling throughout the United States a drug known as “acetyl salicylic 
acid,’ to which they had given the artificial trade-mark, ‘ ‘Aspirin.” That 
they had expended large sums of money in popularizing the trade-mark 
so adopted which had thus become a synonym for the acetyl salicylic acid 
manufactured by them. That on May 5, 1899, the plaintiff's predecessor 
had registered this trade-mark in the United States, and that the plaintiff 
held both the common-law, and the registered, mark by proper assignments. 
That the value of the amount in controversy was more than five thousand 
dollars and that the defendant had infringed the mark by using the word, 
‘Aspirin,” in the sale of acetyl salicylic acid. The bill also charged the 
defendant with unfair trade in its advertisements of acetyl salicylic acid 
in the failure to discriminate sufficiently between its own manufacture and 
the plaintiff's. It prayed the usual injunction in such cases. 

The answer denied the main facts and alleged that on August first, 
1898, the plaintiff's predecessor had applied for a patent for “acetyl salicylic 
acid” which issued on February twenty-seventh, 1900, and expired on Feb- 
ruary twenty-seventh, 1917, and that thereafter the product fell into the 
public domain and with it the word “Aspirin,” which had become the name 
for the drug and therefore descriptive. It denied the charges of unfair 
trade in the bill. 
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The facts shown upon the trial were in substance as follows: The 
predecessor of the plaintiff was a German corporation engaged in the 
manufacture of chemical products, among them the drug in question, which 
was its own invention. On August 1, 1898, it applied for a patent in the 
United States, and therein described the drug as “acetyl salicylic acid.” 
This patent issued on February 27, 1900, and therefore expired seventeen 
years thereafter. It was eventually sustained by the courts and in theory 
should have given the plaintiff or its predecessors a monopoly of produc- 
tion. This, however, was not the case, at least for a long time, and prob- 
ably not altogether at any time. Large quantities of it were surrep- 
titiously introduced into this country and sold, and while the amounts are 
necessarily somewhat uncertain, the plaintiff showed that considerably 
more than two hundred and twenty tons had in fact been imported, of 
which it is fair to presume that all or nearly all reached the eventual con- 
sumer. This represented a very substantial proportion of the drug, manu- 
factured and sold by the plaintiff itself or its predecessors. It is impos- 
sible to ascertain how much, if any, of this infringing drug was marketed 
under the name “Aspirin,” but it is probable that little or none of it 
reached the retail druggists under that name. 

The plaintiff called a number of retail druggists, who swore with 
substantial unanimity that they had never sold the infringing drug to 
the consumer under the name “Aspirin,” and in many cases that the cus- 
tomers themselves asked for it as “Acetylo” or as “Acetyl Salicylic Acid.” 
In Europe, where the plaintiff's predecessor appears not to have enjoyed 
the benefit of a patent, the drug was manufactured in open competition, 
but the name, “Aspirin,” was uniformly respected as a trade-mark, other 
manufacturers selling either under the name mentioned in the patent or 
under artificial trade-marks invented by the manufacturers themselves. 

The importation into this country by the plaintiff's predecessor began 
some time in the year 1899 and before the patent issued. At that time it 
was sold in the form of powder and for some years only to manufacturing 
chemists, retail druggists or to physicians. The plaintiff's predecessor, 
however, did make it up into sample tablets, which it sent gratuitously to 
all or nearly all the physicians in the country in small quantities. It regis- 
tered the name as a trade-mark on May 2, 1899. It advertised very largely 
in technical magazines and in all its advertisements and on all its labels, 
claimed the word, “Aspirin,” as its trade-mark. For example, this legend 
was commonly employed: “The word ‘Aspirin’ identifies it as the manu- 
facture of” the plaintiff or its predecessors. None of these advertise- 
ments, however, was to the public at large, nor did any of the packages 
reach further than physicians, manufacturing chemists, or retail drug- 
gists. In its powder form it was only prescribed by physicians, except 
as now stated. 

About 1904 the plaintiff's predecessor began to sell the powder in in- 
creasingly large quantities to wholesale manufacturing chemists, under- 
standing that they would make it up into tablets to dispense to retail 
druggisis in bottles containing five thousand, one thousand, five hundred 
and one hundred tablets. These chemists, who comprised nearly all the 
large houses in the country, sold the tablets to retailers under the name, 
“Aspirin,” and in no case did the name of the plaintiff or its predecessors 
appear upon the labels. Moreover, the manufacturing chemist in each case 
used his own name upon the bottle, e. g., “Aspirin, Squibb,” or simply 
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“Aspirin,” with his name or initials below. The tablets soon occupied by 
far the greater part of the field, the prescription by powder very largely 
decreasing in proportion, and remaining only in those cases in which a 
prescription required the drug as one ingredient. The tablet trade grew 
to very large proportions, amounting in the case of the defendant alone 
in two years to nearly sixteen million tablets, and in the case of Smith, 
Klein & French, in nine years to about six million. The drug proving use- 
ful, the public in time thus acquired the habit of self-medication by means 
of it and bought it either by fives or dozens from the retail druggists, or 
in bottles of fifty or one hundred and possibly in some instances even 
more. During this period the plaintiff or its predecessors continued its 
former policy of addressing only the drug trade or physicians, and the 
public continued to have no greater information than before of who was 
in fact manufacturing the drug under the name “Aspirin.” 

In the autumn of 1915, however, the plaintiff adopted another policy, 
and refused thereafter to sell the powder to manufacturing chemists, 
preferring to make up the tablets for itself. These it widely advertised by 
direct appeal to the consuming public, and sold in very large quantities, 
in small tin boxes of as few as twelve tablets to the box. The boxes were 
marked as follows: “Bayer-Tablets of Aspirin,” and on the bottom side the 
legend, “The trade-mark ‘Aspirin’ (Reg. U. S. Pat. Office), is a guarantee 
that the monoaceticacidester of salicylicacid in these tablets is of the 
reliable Bayer manufacture.” The name, monoaceticacidester of salicyl- 
icacid, had been substituted about the year 1904 by the plaintiff as a de- 
scriptive name for the drug, the name “Acetyl salicylic acid” having been 
abandoned thereafter. Larger quantities of tablets or capsules, twenty- 
four, fifty and one hundred, were sold in bottles and these all bore the 
words, “Bayer-Tablets of Aspirin” or “capsules,” and the same legend as 
did the tin boxes. 

This was about seventeen months before the patent expired and the 
wholesale chemists were obliged to sell the tablets under the make-up 
just mentioned or not to get them at all. When the patent did expire at 
the end of February, 1917, these chemists differed in their treatment of 
the trade-mark. Some agreed to respect it as such, while others, of whom 
the defendant was one, insisted that it had become a descriptive name 
for the drug and that the right to use was free to the public along with 
its manufacture. This is the issue which this case invites. 

On the charge of unfair trade the plaintiff proved that the defendant 
advertised the drug of its own manufacture as “genuine Aspirin,” and 
asserted that in other ways not necessary to describe, it gave color to the 
supposition that its product had been made by plaintiff. 

On November thirtieth, 1918, an examiner of the Patent Office declared 
that the trade-mark was no longer valid and ordered its cancellation. 
From this decision no appeal was taken and that feature of the case there- 
fore falls out of consideration. 


Opinion 


LEARNED Hanp, D. J.: The issues in this case do not I think 


depend upon the decision in Singer v. June, 163 U. S. 169, so much 


as the defendant supposes. That case decided no more than that 
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the existence of a patent during the period when the goods became 
known to the public might be a controlling element in determining 
whether the name under which they were sold indicated a single 
source of origin. Since then courts have several times said that 
the name of goods protected by a patent might in fact indicate not 
only the kind of goods they were, but as well that they emanated 
from a single source, President Suspender Co. v. MacWilliam, 238 
Fed. R. 159 [7 T. M. Rep. 103]; Hughes v. Alfred H. Smith Co., 
209 Fed. R. 87 [4 T. M. Rep. 45]; Scandinavia Belting Co. v. 
Asbestos etc. Co., 257 Ved. R. 937, 960 [9 T. M. Rep. 136]; 
Searchlight Gas Co. ¥. Prest-o-Lite Co., 215 Fed. R. 698, 695 [4 
T. M. Rep. 273]. So here it might be that the name, “Aspirin,” 
in fact had come at once to describe the drug in question and also 
its origin from a single source. If it did, that would be enough to 
justify some protection, since the identity of the source need not be 
known, Birmingham etc. Co. v. Powell (1897), App. Cas. 710; 
Wotherspoon v. Currie, L. R. 5, H. L. 508. Indeed the whole law 
of “secondary meaning” is built upon that presupposition. 

The single question, as I view it, in all these cases is merely 
one of fact; what do the buyers understand by the word for whose 
use the parties are contending? If they understand by it only the 
kind of goods sold, then, I take it, it makes no difference whatever 
what efforts the plaintiff has made to get them to understand more. 
He has failed, and he cannot say that, when the defendant uses 
the word, he is taking away customers who wanted to deal with 
him, however closely disguised he may be allowed to keep his iden- 
tity. So here the question is whether the buyers merely understood 
that the word “Aspirin,” meant this kind of drug, or whether it 


meant that and more than that, 7. e., that it came from the same 


single, though if one please anonymous, source from which they 


had got it before. Prima facie, I should say, since the word is 
coined and means nothing by itself, that the defendant must show 
that it means only the kind of drug to which it applies. The fact 
that it was patented until 1917 is indeed a material circumstance, 


but it is not necessarily controlling. 
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In deciding that issue I cannot, however, approach the ques- 
tion formally, as the plaintiff wishes; as, to say that there was a 
user before the patent, and therefore the patent could not forfeit 
this property right, or that there was never any intention to aban- 
don the trade-mark and so it must have continued. No doubt, it 
is convenient for many purposes to treat a trade-mark as property, 
vet we shall never, I think, keep clear in our ideas on this subject, 
unless we remember that relief always depends upon the idea that 
no man shall be allowed to mislead people into supposing that his 
goods are the plaintiff's, and that there can be no right or remedy 
until the plaintiff can show that at least presumptively this will 
result. Hanover Milling Co. v. Metcalf, 240 U. S. 403 [6 T. M. 
Rep. 149]. 

In the case at bar, the evidence shows that there is a class of 
buyers to whom the word “Aspirin” has always signified the plain- 
tiff, more specially indeed than was necessary for its protection. 
I refer to manufacturing chemists, to physicians, and probably to 
retail druggists. From 1899 it flooded the mails with assertions 
that “Aspirin” meant its own manufacture. This was done in 
pamphlets, advertisements in trade papers, on the packages and 
cartons, and by the gratuitous distribution of samples. True, after 
1904 it abandoned the phrase, “Acetyl Salicylic Acid” for ‘“mono- 
aceticacidester of salicylicacid,’ but even that extraordinary col- 
location of letters was intelligible to these classes of buyers who, 
except possibly the more ignorant of the retail druggists, were 
measurably versed in the general jargon of pharmaceutical chem- 
istry. Moreover, the drug continued to be generally known by the 
more tolerable phrase, “Acetyl Salicylic Acid,’ which also ade- 
quately described its chemical organization. As to these buyers the 


plaintiff has therefore, I think, made out a case, at least to compel 


the addition of some distinguishing suffix, even though its monopoly 
had been more perfect than in fact it was. 


The crux of this controversy, however, lies not in the use of 
the word to these buyers, but to the general consuming public, 
composed of all sorts of buyers from those somewhat acquainted 


with pharmaceutical terms to those who know nothing of them. 
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The only reasonable inference from the evidence is that these did 
not understand by the word anything more than a kind of drug 
to which for one reason or another they had become habituated. It 
is quite clear that while the drug was sold as powder this must have 


been so. It was dispensed substantially altogether on prescription 


during this period, and although physicians appear to have used 
the terms, “Aspirin” or “Acetyl Salicylic Acid” indifferently, it 
cannot be that such patients as read their prescriptions attributed to 
“Aspirin” any other meaning than as an ingredient in a general 
compound, to which faith and science might impart therapeutic 
virtue. Nor is there any evidence that such as may have seen both 
terms identified them as the same drug. I cannot speculate as to 
how many in fact did so. No packages could possibly have reached 
the consumer, nor was any advertising addressed to them; their 
only acquaintance with the word was as the name for a drug in 
whose curative properties they had got confidence. 

In 1904, however, they began to get acquainted with it in a 
different way, for then all the larger manufacturing chemists began 
to make tablets, and the trade grew to extraordinary proportions. 
The consumer, as both sides agree, had long before the autumn of 
1915 very largely abandoned consultation with physicians and as- 
sumed the right to drug himself as his own prudence and moderation 
might prescribe. In all cases—omitting for the moment the in- 
fringing product—the drug was sold in bottles labelled “Aspirin” 
with some indication of the name of the tablet maker, but none of 
the plaintiff. It is probable that by far the greater part of the 
tablets sold, were in dozens or less, and that the bottles so labelled 
did not generally reach the hands of the consumer, but, even so, a 
not inconsiderable number of bottles of one hundred were sold, 
and as to the rest they were sold only under the name, “Aspirin.” 
The consumer did not know and could not possibly know the manu- 
facturer of the drug which he got, or whether one or more chemists 
made it in the United States. He never heard the name, “Acetyl 
Salicylic Acid,” as applied to it, and without some education could 
not possibly have kept it in his mind, if he had. So far as any 
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means of information at all were open to him, they indicated that 
it was made by most large chemists indiscriminately. 

This being the situation up to the autumn of 1915, the de- 
fendant seems to me to have effectually rebutted any presumption 
which the coined word might carry. However, the plaintiff argues, 
along with this user large infringing sales of the drug were being 
made to consumers under the name “Acetyl Salicylic Acid.’ It 
has indeed proved that it was unable absolutely to protect the 
monopoly of the patent, and it is clear that large quantities were 
piratically sold, though, so far as this record shows, with uniform 
respect for its trade-mark. Further, a good many retail druggists 
swore, with undoubted truth, that their customers got accustomed 
to the use of the phrase and could either ask for the drug or get it 
written out on a slip of paper and present that. I think, I must 
accept the record as showing that this went on to a substantial, 
though obviously to a wholly indeterminate, extent. However, | 


need not accept, because I do not believe, that all the piratical 


drug was sold to the consumer under the name, “‘Acetyl Salicylic 


Acid.” This is inherently improbable, and evidence to the contrary 
was not produced by, and naturally not available to, the plaintiff. 

Aside from the fact that there is authority for saying that 
the inadequacy of the patent wholly to protect the plaintiff is im- 
material, Horlick’s Food Co. v. Elgin Milkine Co., 120 Fed. R. 264, 
this evidence does not appear to me to help the plaintiff at all. It 
shows nothing more than that there was a class of buyers who knew 
a drug going by the name, “‘Acetyl Salicylic Acid,” which was use 
ful for some purposes, in fact (though this they did not necessarily 
know), the same as those for which “Aspirin” was useful. There 
is no evidence that these buyers knew that this drug was the same 
as “Aspirin,” or that they ever asked for or bought “Aspirin.”’ 
Nor is there any evidence, as I have already said (and this is the 
critical point) that with rare exceptions those who asked for, and 
knew, “Aspirin,” identified it with “Acetyl Salicylic Acid,” or sup- 
posed that “Aspirin” was that drug, when made by some one in 
particular. They bought tablets of various manufacture, and if 


they knew of the different tablet makers, they would, as above 
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stated, have supposed that not only the tablets but the drug itself 
was made by the chemists from whom it apparently emanated. 
For these reasons I do not regard the sales of “Acetyl Salicylic 
Acid” by that name as material to the issue between the parties 
here. 

After the autumn of 1915, the plaintiff totally changed its 
methods, and thereafter no tablets reached the consumer without 
its own name. But it is significant that even then it used the word 
“Aspirin,” as though it were a general term, although it is true that 
there was ample notice upon the bottles and boxes that “Aspirin’’ 
meant its manufacture. The most striking part of the label read, 
“Bayer-Tablets of Aspirin.” While this did not show any abandon- 
ment of the name, which there has never been, it did not show how 
the plaintiff itself recognized the meaning which the word had ac- 
quired, because the phrase most properly means that these tablets 
were Bayer’s make of the drug known as “Aspirin.” It presup- 


poses that the persons reached were using the word to denote a 


kind of product. Were it not so, why the addition of “Bayer,” 


and especially why the significant word ‘of’? 

Disregarding this, however, it was too late in the autumn of 
1915 to reclaim the word which had already passed into the public 
domain. If the consuming public had once learned to know “As- 
pirin” as the accepted name for the drug, perhaps it is true that an 
extended course of education might have added to it some propri- 
etary meaning, but it would be very difficult to prove that it had 
been done in seventeen months, and in any case the plaintiff does 
not try to prove it. The issue in this aspect indeed becomes whether 
during that period the word had obtained a secondary meaning, and 
I do not understand that any such thing is claimed. If it is, I own 
I cannot find any basis for it in the record. Probably what really 
happened was that the plaintiff awoke to the fact that on the ex- 
piration of the patent its trade-mark would be questioned, and 
strove to do what it could to relieve it of any doubts. Yet, had 
it not been indifferent to the results of selling to the consumer, it 
could have protected itself just as well at the time when consumers 
began to buy directly as in 1915. Nothing would have been easier 
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than to insist that the tablet makers should market the drug in 
small tin boxes bearing the plaintiff's name, or to take over the 
sale just as it did later. Instead of this they allowed the manu- 
facturing chemists to build up this part of the demand without 
regard to the trade-mark. Having made that bed, they must be 
content to lie in it. Hence it appears to me that nothing happen- 
ing between October, 1915, and March, 1917, will serve to turn the 
word into a trade-mark. 

The plaintiff argues that if it is to be so treated, it is impos- 
sible to get a trade-mark for an “ethical” remedy, which apparently 
means a remedy not directly advertised or sold to the public. But 
it must not blow hot and cold. If a manufacturer thinks it un- 
desirable to advertise and sell drugs direct, the inevitable conse- 
quence of adhering to that standard is that no trade-mark among 
consumers can be acquired, because they can know nothing of it. 
Virtue in such cases must be its own reward, or must realize its 
material profits in the long cast. Moreover, the plaintiff's com- 


plaint comes now with doubtful consistency after some sixteen years 


of sales in one way or another without the intervention of physi- 


cians. It can scarcely claim to have been ignorant of the fact 
that the millions of tablets which were being sold before October, 
1915, were in large part sold direct, and that if it was not itself 
addressing the consumer, it had become unnecessary to do so. I 
do not suggest that there was the least impropriety in all this, but 
it appears to me to leave little ground for asserting that its superior 
virtue has been the cause of its undoing. Besides, however, much 
can be made of this before October, 1915, thereafter the plaintiff 
certainly felt no compunctions. Now its drug was no different from 
itself than in 1899; nor was there I think any less danger from 
self-medication. They had, indeed, through their admirable methods 
of introducing it, given it a good reputation, consonant with their 
own very high standing, but that seems to me rather an instance of 
the skill with which their business was conducted, than of scruples, 
which in the light of subsequent events, they would, I should say, 
have always thought overstrained. But, however, all that may be, 


they cannot of course get a trade-mark conditioned in fact upon 
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directly addressing the consumer, and maintain a reputation based 
upon never doing so. 

There are words, such as “Lactobacilline,’” 29 Rep. Pat. Cas. 
497; ‘Vaseline,’ 19 Rep. Pat. Cas. 342; “Argyrol,” 164 Fed. R. 213; 
“Valvoline,” 38 Fed. R. 922; or ‘Celluloid,’ 82 Fed. R. 94, which 
may at once mean both the kind of goods and their maker. These 
will be entitled to a qualified protection. The most striking illus- 
tration is perhaps Singer v. June, supra, itself, where the putative 
mark was a proper name. The validity of a trade-mark does not 
indeed, rigidly depend upon its meaning only the differential 
between a genus, defined by the kinds of goods, and a species, de- 
fined by that kind when emanating from the owner, Gustavino vy. 
Comerma, 180 Fed. R. 920. When it means the owner as well as 
the kind, it will be entitled to a qualified protection; when, as here 
among the trade, there is another current word, it may be entitled 
to an absolute protection, patent or not. For a patent gives the 
public no greater rights than it has without patent. We speak of 
a dedication of the disclosure, but that is rather for convenience. 
In fact, the public may always practice the invention, except as the 
monopoly interferes, and it gets that right independently of the 
patent. But when, as here among consumers, a mark does not give 
even an intimation of the owner, there is no room at all for any 
protection, Centaur Co. v. Hainsfurter, 84 Fed. R. 955, Linoleum 
Mfg. Co. v. Nairn, L. R. 7 Ch. Div. 834. After all presumptions 
and other procedural advantages have been weighed, the owner 
must show that his mark means him, else he cannot prevent others 
from using it. There is no invention in the word, qua word, which 
he can protect. 

The case, therefore, presents a situation in which, ignoring 


sporadic exceptions, the trade is divided into two classes, separated 


by vital differences. One, the manufacturing chemists, retail drug- 
gists and physicians, has been educated to understand that ‘‘As- 
pirin” means the plaintiff's manufacture, and has recourse to another 


and an intelligible name for it, actually in use among them. The 


other, the consumers, the plaintiff has, consciously I must assume, 


allowed to acquaint themselves with the drug only by the name, 
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‘Aspirin,’ and has not succeeded in advising that the word means 
the plaintiff at all. If the defendant is allowed to continue the 
use of the word of the first class, certainly without any condition, 
there is a chance that it may get customers away from the plaintiff 
by deception. On the other hand, if the plaintiff is allowed a 
monopoly of the word as against consumers, it will deprive the de- 
fendant, and the trade in general, of the right effectually to dispose 
of the drug by the only description which will be understood. It 
appears to me that the relief granted cannot in justice to either 
party disregard this division; each party has won, and each has 
lost. 

The plaintiff argues that this is an innovation in the law. I 
think not. In two very recent cases the Supreme Court has taken 
the very point, though the division chanced to be territorial instead 
of arising from the facts of the market. In Hanover Milling Co. 
v. Metcalf, 240 U. S. 403 [6 T. M. Rep. 149], and United Drug 
Co. v. Rectanus, 248 U. S. 90 [9 T. M. Rep. 1], a trade-mark and 
a trade-name were refused protection, though valid elsewhere, in 
parts of the country where the buyers did not know that they sig- 
nified the owner, and because they did not. Mr. Justice Pitney 
especially adverted to the basis upon which the whole law rests. 
Cessit ratio, cessit ler. If the rule applies to vertical divisions of 
the demand, it must apply to horizontal. Of course, we must not 
attempt too fine an application of such divisions, one reason perhaps 
for Mr. Justice Holmes’ concurring opinion in Hanover Mills v. 
Metcalf, supra. For example, in the case at bar it is impossible 
to provide for such rare retailers as may not, and such rare cus- 
tomers as may, know that “Aspirin” is a trade-mark. We can 
cut only so fine as our shears permit, and there will be ragged edges 
on either side. 

As to the first class the question arises whether the injunction 
should be absolute or conditional. A strong case may be made for 
the defendant’s present labels. They all bear the letters “U. D. 


Co.” in juxtaposition with “Aspirin” and of equal size. These 


letters are universally known by the trade to signify the plaintiff, 


because the custom is general for manufacturing chemists in this 
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way to mark their goods. I think that the plaintiff would be ade- 
quately protected, but for the ten years’ history of the tablet trade. 
However, the fact is that during that time such legends were used 
to indicate that the manufacturing chemist who signed, as it were, 
the label, was making the tablets from the plaintiff’s powder. Prob- 
ably, at present that belief has largely disappeared, but since we 
are dealing with customers who are presumably aware of that 
history, and who have been repeatedly told that “Aspirin” signifies 
the plaintiff, I can see no reason for subjecting it to the chance. 
The phrase, “Acetyl Salicylic Acid” to them is intelligible; it means 
the same drug as “Aspirin,” and its use ought not unduly to hamper 
the trade in its business. Besides, the case in this aspect, is one of 
trade-mark proper. Therefore, I will grant an injunction against 
direct sales of the drug under the name “Aspirin” to manufacturing 
chemists, physicians and retail druggists. This will of course in- 
clude invoices and correspondence. 

In sales to consumers there need, however, be no suffix or 
qualification whatever. In so far as customers came to identify the 


plaintiff with “Aspirin” between October, 1915, and March, 1917, 


this may do it some injustice, but it is impracticable to give any 


protection based on that possibility. Among consumers generally 
the name has gone into the public domain. The defendant, as I 
understand it, makes no direct sales, and all its transactions will 
therefore probably fall within the injunction, but the sale of its 
stockholding retailers will be free, and it may so instruct them. 
Moreover, I see no reason why the defendant should be compelled 
to sell in such large bottles or boxes that the retailers must bottle 
or box tablets for themselves. This is a trade advantage which 
conceivably may be of capital consequence in competition. True, 
it must sell to these retailers clearly under the name, acetyl salicylic 
acid, but the retailers may themselves use the word, “Aspirin.” 
So it seems to me that the defendant should be allowed to pack its 
tablets in bottles or boxes of fifty or less, bearing the name “As- 
pirin” without more. These must, however, be sold to the retailers 
as acetyl salicylic acid and when shipped must be enclosed in a 


container marked only, acetyl salicylic acid, with the defendant’s 
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name on it. I have limited the quantity to fifty because it seems to 
me that in greater quantities the permission might be a means by 
which the retailers could sell the drug to physicians as “Aspirin.” 
True, some physicians may buy as little as fifty at a time, just as 


some consumers in fact buy more. But some compromise must be 


made. If there are physicians who buy in such small quantities, 


the plaintiff must rely upon preventing the retailers from using 
those bottles; if there are consumers who wish more the defendant 
must submit to the disadvantage that the retailers must sell two at 
a time, or must relabel a bottle of one hundred. 

The unfair trade aspect of the case requires little considera- 
tion. I can see nothing in the advertisements of the retail shops 
which is open to criticism, except the use of the adjective “genuine,” 
before “Aspirin.” Of course, to those who know the drug only by 
that name this is not misleading, yet it is hard to escape the sus- 
picion that the purpose was broader, perhaps to catch those con- 
sumers who have become conscious of the secondary meaning of the 
word, i. e., those whom the plaintiff's advertising since October, 
1915, has reached. “Pure,” or “unadulterated,” would serve 
equally well for the purpose and would be free from any possible 
objection; perhaps there are other inoffensive adjectives. The in- 
junction may include the use of “genuine.” Criticism of the ad- 
vertisement of “100” ete., appears to me a little overstrained. 

I have not considered the question of the plaintiff's title, as | 
assume in view of the limited relief granted, the defendant will not 
care to press it. If not, I will do so upon request made within 
ten days after this opinion is filed. 

There will be no costs. I append a form for the mandatory 
part of the decree as to the trade-mark which will serve unless the 
parties wish to have it modified: 

“Against using the word ‘Aspirin’ in correspondence, invoices, bills of 
lading, and the like, or upon cartons, labels, or other marking, in any sales 
of ‘Acetyl Salicylic Acid’ to manufacturing chemists, wholesale or retail 
druggists, or physicians. The defendant will be free to sell ‘Acetyl Salicylic 
Acid’ direct to consumers under the name ‘Aspirin’ without suffix or 
qualification. The defendant in sales to retail druggists will also be free 


to pack tablets in bottles and boxes of fifty or less, labelled, ‘Aspirin,’ 
provided these bottles or boxes be wrapped or boxed in containers marked 
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‘Acetyl Salicylic Acid manufactured by U. D. Co.’ without the word ‘As- 
pirin, and that in making such sales, the correspondence, invoices, bills 


of lading and the like, refer to the drug so sold only as ‘Acetyl! Salicylic 
Acid.’ ” 


THe ANDREW JERGENS Co. v. Woopsury, INc., Wm. A. WoopsurY 


Distrisutors, INc., AND Woopspury System, INc. 
The District Court of the United States 
for the District of Delaware 
March 12, 1921 


Trape-Marks anp TRrape-NamMes—‘Woopsury’s” aNpd Neckuiess Heap De- 
vICcE—INFRINGEMENT AND UwnraiR CoMPETITION- 
Craims Unper Contract. 

Where complainant has acquired by license from the predecessor 
of one of the defendants the right to use a trade-mark or name on 
certain specified articles formerly put out by the licensor, but said 
defendant by a similar subsequent contract granted to a co-defendant 
the right of using such trade-mark and name on certain other articles, 
together with lists of patients and customers, such license or assign- 
ment was not a sale in gross or void, because accompanied by good-will, 
and an alleged assignment of such rights subsequently passed between 
the trustee in bankruptcy of the said defendant and the complainant 
did not grant the latter any rights to the mark not previously pos- 
sessed; therefore, an action for infringement of the said mark with 
respect to the said goods will not lie. 


CONFLICTING 


In equity. Suit for infringement and unfair competition. 
Dismissed. 


Dyer & Taylor, of New York City, John Robert Taylor, Gustav 
Drews, of counsel, for defendants. 

Thomas F. Bayard, of Wilmington, Delaware, Winter & 
Winter, of New York City, and De Camp, Sutphin & 
Brumleve, of Cincinnati, Ohio, of counsel, for plaintiff. 


Morris, D. J.: This is a suit to enjoin alleged trade-mark 
infringement and unfair competition. The complainant, The An- 


drew Jergens Co., an Ohio corporation, asserts that it has the right 


to the exclusive use of the name ‘““Woodbury” or “Woodbury’s” and 
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of a mark consisting of a representation of a head minus the bust 
and neck, commonly described as a “‘neckless head,’ upon or in 
connection with toilet articles and dermatological preparations, and 
that the defendants, Wm. A. Woodbury Distributors, Inc., Wood- 
bury, Inec., and Woodbury System, Inc., are, in violation of com- 
plainant’s rights, using or threatening to use the name and mark 
upon similar articles and preparations. One defendant, the Dis- 
tributors, denies that the plaintiff's rights in either the name or 


mark are exclusive and, while admitting that it, the Distributors, 


uses the mark and the name upon certain toilet articles and prep- 


arations and the name upon certain others, it denies that in so 
doing it has entered the field of complainant’s rights. The remain- 
ing defendants claim that the complainant has failed to show that 
either of them has used or threatened to use the name or mark as 
charged. The case was tried in open court upon bill, answer, oral 
testimony and documentary evidence. The relief sought is a per 
manent injunction and an accounting. 

The basic issues are (1) what is the scope and extent of com 
plainant’s rights in the mark and name, and (2) have its rights 
therein been infringed by the defendants or any of them. The 
complainant does not contend that it was the first to adopt and use 
the name or mark but says that its rights “are based upon and were 
acquired by it through two contracts, one dated June 13, 1901, * * * 
and the other dated March 6, 1909." The 1901 contract was made 
by and between John H. Woodbury, John H. Woodbury Derma 
tological Institute, a New York corporation, P. R. McCargo and 
Wm. A. Woodbury, of the one part, and Andrew Jergens & Com- 
pany, a co-partnership, of the other part. (As complainant’s suc 
cession in title from the partnership through a New York corpora- 
tion of similar name is not in issue, they will be considered herein 
as a single entity and referred to as the complainant or the Jergens 
Company.) Prior to 1901, John H. Woodbury and The John H. 
Woodbury Dermatological Institute were successively the owners 
of and engaged in the business of making and selling certain pro- 
prietary medicated dermatological preparations and toilet articles 


of the general class of detergents including, among other things. 
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soap, creams, powders, shampoos, tonics and lotions, all of which 
were adapted for use in the care of the human skin, hair or teeth. 
The mark was first adopted by John H. Woodbury and used upon 
the package or receptacle for each commodity. As stated by the 
complainant, “he appropriated that symbol as a mark of the entire 
class of toilet articles and preparations.” The essential feature 
of the mark, the neckless head, was usually accompanied, above, 
by the words “John H. Woodbury,” which were immediately fol- 
lowed by the name of the commodity upon which the mark was 
being used. Beneath and at the sides of the head printed matter 


in the nature of directions for using the article ordinarily appeared. 


In the year 1889 John H. Woodbury caused that mark accompanied 


by his name and other printed matter as above indicated to be 
registered (Serial No. 16,958) for facial soap. The next year he 
caused The John H. Woodbury Dermatological Institute to be in- 
corporated in New York and in consideration of its entire capital 
stock transferred to it all his rights, trade-marks and good-will. 
The Institute prospered. It manufactured and sold, not only the 
eight articles thereafter sold to The Jergens Company, but many 
others of the same general class. It also became engaged in the 
business of treating persons for facial blemishes and deformities 
and for diseases of the skin. Wm. A. Woodbury and McCargo 
were employees and stockholders of the Institute and had, possibly, 
acquired through John H. Woodbury, to whom certain rights were 
reassigned by the Institute, some interest in one or more of the 
commodities. Such in brief, were the conditions when, in 1901, the 
first contract, through which the complainant claims, was made. 
By that contract John H. and Wm. A. Woodbury, McCargo and the 
Institute transferred and assigned unto the complainant, “all their 
right, title and interest in and to the commodities known as Facial 
Soap, Facial Cream, Dental Cream, Tooth Powder, Odorine Powder, 
Facial Powder, Shaving Sticks and Shaving Soap, and all the 
trade-marks, copyrights and privileges of every name and nature 
whatsoever appurtenant to the ownership thereof,” absolutely, “also 
the privilege of using only on the articles above mentioned the 
neckless head trade-mark.”’ 





THE ANDREW JERGENS CO. V. WOODBURY, INC., ET AL. 195 


It is not denied that the complainant is still entitled to all the 
legal rights in and to the name and mark that were acquired by it 
through that contract, but it is contended by the Distributors that 
the rights so obtained by the complainant have not been enlarged or 
increased. The complainant, on the other hand, asserts that the 
remaining and complementary rights in the name and mark were 
acquired by it through the contract of March 6, 1909, and that 
thereby its rights in the name and mark became exclusive. 

The circumstances leading up to the last mentioned contract 
appear at large in the pleadings in the suit of Stiles, Trustee, 
against The Jergens Company. (Complts. Ex. No. 73.) Briefly 
stated, they are that by the contract of 1901 John H. Woodbury 
also transferred to the complainant herein fifty shares (being one- 
half) of the capital stock of the Institute. The remaining fifty 
shares were then owned by John H. Woodbury, 30 shares, Wm. A. 
Woodbury, 19 shares, and McCargo, 1 share, which had been given 
to him by Wm. A. Woodbury. After the last mentioned contract 
was made the directorate of the Institute consisted of a representa- 
tive of The Jergens Company, McCargo and Wm. A. Wood- 
bury. The business of the Institute continued as theretofore, save 
as to the eight specified articles sold to The Jergens Company. In 
1904 the complainant bought for a very large sum of money the one 
share of stock owned by McCargo and he was replaced as director 
by another representative of the Jergens interests. Thereby the 
complainant acquired control of the board and consequently of the 


Institute and its business. On October 7, 1908, the Institute was 


adjudged a bankrupt upon a petition filed on the fourth day of the 
preceding month. The contract of March 6, 1909, through which 


complainant claims, was made by the trustee in bankruptcy. 
Through that contract The Jergens Company claims to have ac- 
quired all the rights in the mark and name not theretofore owned 
by it. The trustee in bankruptcy of the Institute thereby undertook 
to assign to one Leyman, who immediately made a like assignment 
to the complainant, all the right, title and interest that the Institute 
had in the neckless head trade-mark at the time the petition in 


bankruptcy was filed; in an application for a trade-mark, Serial 
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No. 37,232, filed by the Institute September 4, 1908 (being: an 
application to register the word ““Woodbury’s” as a trade-mark for 
hair tonic, scalp cleaner, scalp cream, skin lotion and massage 
cream) and “‘the exclusive right to manufacture and sell the pro- 
prietary toilet articles known as ‘Woodbury’s Hair Tonic,’ ‘Wood- 
bury’s Massage Cream,’ “‘Woodbury’s Scalp Cleaner,’ ‘Woodbury’s 
Clear Skin Lotion,’ ‘Woodbury’s Clear Skin Cream’ and ‘Wood- 
bury’s Scalp Cream’ and to use thereon the so-called ‘neckless head’ 
trade-mark, being a mark similar to that registered as United States 
Trade-Mark No. 16,958.” The Distributors contends that the 
trustee had no title to or interest in the rights he thereby under- 
took to transfer, and that consequently the complainant took noth- 
ing under that assignment. This contention of the Distributors is 
founded upon an agreement, dated November 10, 1905, between the 
Institute of the one part and The Woodbury Company, a New 
York corporation, of the other part, whereby the Institute assigned, 
as the Distributors contends, to The Woodbury Company, abso- 
lutely, all the rights that the trustee in bankruptcy of the Institute 
subsequently attempted to sell and transfer to the complainant 
through Leyman, as hereinbefore pointed out. This agreement of 
1905 recites the ownership by the Institute of the neckless head 
trade-mark and of lists of patients and other persons applying to it 
for treatment in medical, surgical and hygienic branches, and lists 
of names of persons who had applied or were likely to apply to the 
Institute for such treatment; that The Woodbury Company was 
desirous of acquiring the exclusive license to use the trade-mark, 
except in so far as conflicting licenses had been granted to other 
persons or corporations, “allowing the Institute, however, to reserve 
to itself the right to use the same so long as the Institute shall con- 
tinue in active business, but not otherwise’; that The Woodbury 


Company was desirous of acquiring the lists of patients and mailing 


lists and any and all additional or supplementary lists of patients 


and mailing lists that might be acquired by the Institute, “the same 
to be the exclusive property of the company if the Institute ever 


ceases to engage in active business”; and that The Woodbury Com- 
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pany was willing in consideration thereof to issue to the Institute 
its entire capital stock. 
The agreement then provides: 


“* * * that the Institute for and in consideration of the issuance and 
delivery to it of one hundred full-paid and non-assessable shares of the 
capital stock of the company at par, being the entire capital stock thereof, 
shall and hereby does give and grant to the company the exclusive license 
to use the aforesaid neckless head trade-mark which was registered by 
the Institute on the 3rd day of June, 1889, except in so far as conflicting 
rights have heretofore been given or granted to other persons or corpora- 
tions, reserving to itself, however, the right to use the same so long as it 
shall continue in active business but not otherwise; and the Institute for 
the consideration aforesaid hereby agrees to forthwith deliver to the com- 
pany true and accurate copies of any and all lists of patients and mailing 
lists described above which are now in possession of the Institute; and 
hereby agrees to supply the company every thirty days with any and all 
additional and supplemental lists of patients and mailing lists that may be 
acquired by the Institute in its business; * * * and the Institute, for the 
consideration aforesaid further agrees with the company that, if at any 
time the Institute shall cease to engage in active business, the right of the 
Institute to use said lists of patients and said mailing lists shall cease and 
the same shall become the exclusive property of the company.” 


The making of the foregoing contract was duly authorized by both 
the Institute and The Woodbury Company. The evidence discloses 
that the Institute ceased to engage in active business on or before 
September 4, 1908. If the contention of the Distributors be cor- 
rect, the complainant acquired no additional rights through the 
trustee in bankruptcy of the Institute. It, therefore, becomes 


necessary to determine what rights, if any, were acquired by The 


Woodbury Company under the 1905 contract. The complainant 


urges that the contract under consideration transferred to The 
Woodbury Company only the right to use the neckless head in the 
treatment of blemishes, deformities and diseases of the skin; that it 
did not convey to The Woodbury Company any business or good- 
will of the Institute, or any right to use the trade-name “Wood- 
bury” in connection with the business of selling toilet articles and 
that consequently the sale of the trade-mark was a sale in gross and 
void. The charter of the Institute conferred upon it only the power 
to manufacture and deal in chemical preparations and to print and 
sell books and pamphlets, yet, soon after its organization, it became 


engaged, not only in its authorized commercial business, but also in 
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the business or profession of treating persons for facial blemishes 


By reason of its 


lack of charter power to engage in such professional business, it 
anticipated an enforced cessation thereof, and in 1905 caused The 
Woodbury Company to be organized (minutes of January 12, 1905). 
The charter powers of that company were broad. They included 
not only the power to “conduct and maintain sanatoriums and other 
places for the reception and care of patients, and for medical and 
hygienic treatment of the ailments, diseases and deformities of such 
patients; and to employ physicians and surgeons to administer 
medical, surgical and hygienic treatment and to demonstrate and 
use any and all of the articles hereinbefore mentioned and de- 
scribed,’ but also the power, mentioned earlier in the charter, to 
and all other toilet 
preparations and accessories, proprietary articles of all kinds, drugs, 
chemicals and toilet articles. The offer of the Institute, expressly 
authorized by its board of directors, to The Woodbury Company 
for the entire capital stock of the latter company, stated that in 
consideration of that capital stock it would give to The Woodbury 
Company “the exclusive right to use in its business * * * the neck- 
less head trade-mark * * *” subject to certain exceptions not here 
material. That offer was accepted by The Woodbury Company. 
The authorized business of the latter company was not restricted 
to the treatment of persons. It included the power to manufacture 


and sell toilet articles and preparations as well. 


The contract gives 


to The Woodbury Company “the exclusive license to use the afore- 
said neckless head trade-mark” subject to the specified reservation 
and exception. The use granted to The Woodbury Company is 
general and is not restricted to any particular part of the business 
of that company. The exceptions to the grant of the exclusive right 
to The Woodbury Company are (1) “except in so far as conflicting 
rights have heretofore been given or granted to other persons or 
corporations,” and (2) “the right [of the Institute] to use the same 
as long as it shall continue in active business but not otherwise.” 
The only rights in the trade-mark theretofore granted by the In- 


stitute, so far as appears from the evidence, were the rights con- 
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ferred upon the plaintiff by the contract of 1901. The rights 
granted by the contract of 1901 were for the use of the mark upon 
vendible commodities only and were in no sense for the use of the 
mark in connection with professional treatment of persons. If the 
intent of the parties to the 1905 contract was that the grant of the 
mark to The Woodbury Company was for the use thereof in con- 
nection with professional treatment only, the rights to the mark 
theretofore granted were in no sense “conflicting” and the first 
exception to the grant in the 1905 contract was meaningless. Such 
a construction should be avoided. The second exception is a reserva- 
tion to the Institute of a right to use the mark for a specified period 
and the contract expressly takes away from the Institute and con- 
fers upon The Woodbury Company, subject only to the first ex- 
ception, all rights in the mark after it, the Institute, shall have 
ceased active business, thereby indicating that the grant to The 
Woodbury Company was general and embraced all rights of the 
Institute in the mark including use upon its vendible commodities. 
In paragraph IV of an answer to a bill of complaint of the trustee 
in bankruptcy of the Institute filed against the complainant herein 
and others for alleged fraud in connection with the bankruptcy of 
the Institute, The Jergens Company admitted that prior to 1901 the 
Institute manufactured or caused to be manufactured and sold 
various toilet preparations; that from June 13, 1901 to January 1, 
1908, the Institute continued to manufacture or have manufactured, 
sell or advertise to a very small extent toilet and medicated toilet 
preparations, but the manufacturing, sale and advertising thereof 
were until February 28, 1908, “solely incidental to and in connection 
with the conduct by said Institute of its business * * * of treating 
persons for facial blemishes and deformities and for diseases of the 
skin.” I find nothing to indicate that it was the purpose of 
the Institute to dispose of its main business and to retain the busi- 
ness “solely incidental” thereto. For the foregoing reasons I am 
of the opinion that in the contract of 1905 the grant of the trade- 
mark rights included the right to use the mark upon vendible com- 


modities. It also appears from the foregoing that the “‘patients”’ 


of the Institute were both patients and customers. Consequently 
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the grant of the trade-mark was not unaccompanied by a grant of 
good-will for The Woodbury Company also bought from the In- 
stitute “‘all lists of patients’ (customers )—a proper means of effect- 
ing the sale of a business or good-will. (Nims, on Unfair Competi- 
tion and Trade-Marks, pp. 318, 34, 35.) Hence the sale of the 
trade-mark was not a sale in gross or void. The complainant fur- 
ther urges that if the contract was not void it constituted but a mere 
license, personal to The Woodbury Company, to use the mark. | 
cannot agree with this contention for I think the agreement dis- 
closes a purpose to transfer and that it did transfer to The Wood- 
bury Company all rights in the trade-mark, subject only to the two 
exceptions, and that although using the word “license” it was, in 
legal contemplation, an assignment. Sirocco Engineering Co. v. 
Monarch Ventilator Co., 184 Fed. 84; Griggs Cooper & Co. v. Erie 
Preserving Co., 181 Fed. 859. The trade-mark assigned was the 
common law trade-mark of the Institute as used on its various 
products, identified in the contract by reference to the Patent Office 
certificate of registration as applied to facial soap. As the neck- 
less head was accompanied in the trade-mark by the name “John H. 
Woodbury,” as hereinbefore shown, the trade-mark assigned in- 
cluded the name “John H. Woodbury” and the word “Woodbury’s,” 
by which abbreviated name the commodities in connection with which 
the trade-mark was used had become known to the purchasing 
public. It should also be noted that the corporate name of the 
assignee is “The Woodbury Company.” I think the contract of 
1905 conferred upon the latter company after the Institute ceased 
active business all rights to use the trade-name “Woodbury” that 
the Institute had theretofore enjoyed, save only such limited rights 
as were granted by it to the complainant in 1901. The complainant 
contends, however, that such rights as The Woodbury Company 
may have had were abandoned by non-user. But abandonment is 
is a matter of intention. Baglin v. Cusenier Co., 221 U.S. 580. 


597-598 [1 T. M. Rep. 147]. I find nothing in the evidence to in- 


dicate any intention on the part of The Woodbury Company to 


abandon its rights so acquired but, on the contrary, it seems to 


have been the purpose of both The Woodbury Company and the 
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Institute, then its sole stockholder, to retain The Woodbury Com- 
pany with all its rights as a fortified base to which those interested 
in the Institute could retreat in the event the Institute should meet 


with disaster by reason of its exercise of rights not conferred upon 


it. The idea of abandonment is wholly inconsistent with the very 
purpose for which The Woodbury Company was organized and 
the contract of 1905 made. It follows that the assignment of 
March 6, 1909, from the trustee in bankruptcy of the Institute to 
the complainant was without effect and that the complainant ac- 
quired no rights thereunder. 

The complainant offers other evidence intended to defeat the 
effect of the contract of 1905. This evidence consists of an alleged 
contract of April 26, 1909, purporting to have been made between 
the complainant and The Woodbury Company, whereby, it is con- 
tended by the complainant, the contract of 1905 was abrogated and 
novated. The instrument alleged to have this effect recites that: 


“The Andrew Jergens Company is the owner of the exclusive right to 
manufacture and sell and the good-will of the business of manufacturing 
and selling the proprietary toilet articles known as ‘Woodbury’s Hair 
Tonic, ‘Woodbury’s Scalp Cream,’ ‘Woodbury’s Scalp Cleaner’ and ‘Wood- 
bury’s Clear Skin Lotion’ and to use thereon United States Trade-Mark 
No. 16,958, registered August 20, 1889, and the name ‘Woodbury’s’ as set 
forth in application for United States Trade-Mark, Serial No. 37,232, filed 
September 4, 1908, and is the owner of various common law trade-marks and 
trade-names for the use on said articles for the registration of which it is 
about to apply to the Commissioner of Patents of the United States,” and 
that the “Woodbury Company is desirous of acquiring the exclusive right 
and license to manufacture and sell and to use the good-will of the business 
of manufacturing and selling said proprietary toilet articles and of using 
thereon said trade-marks and trade-names registered and to be regis- 
tered.” 


The instrument then provides: 


“That The Andrew Jergens Company, for and in consideration of the 
sum of one dollar and other valuable considerations to it in hand paid by 
The Woodbury Company, and in consideration of the payments to be here- 
after made and as set forth herein, has given and granted unto said The 
Woodbury Company, and by these presents does herewith give and grant 
unto said The Woodbury Company, the exclusive right and license to 
manufacture and sell, and to use the good-will of the business of manu- 
facturing and selling the proprietary toilet articles known as ‘Woodbury’s 
Hair Tonic, ‘Woodbury’s Scalp Cream,’ ‘Woodbury’s Scalp Cleaner,’ and 
‘Woodbury’s Clear Skin Lotion’ and the exclusive right and license to use 
thereon United States Trade-Mark Ne. 16,958 and the common law trade- 
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mark similar thereto now and heretofore used thereon; the exclusive right 
and license to use thereon the trade-mark set forth and described in ap- 
plication for United States Trade-Mark, Serial No. 37,232, and the exclusive 
right and license to use thereon all common law trade-marks, trade-names 
and trade-labels heretofore and now used thereon.” 


It provides for royalties to be paid by The Woodbury Company 
equal to ten per cent. upon the net sales of said preparations, but 
the amounts to be so paid were to be not less than three thousand 
dollars a year for the first two years and four thousand five hun- 
dred dollars a year thereafter. It also contains these provisions: 


“The Woodbury Company hereby stipulates and agrees that The Andrew 
Jergens Company is the sole and exclusive owner of the right to manu- 
facture and sell and of the good-will of the business of manufacturing and 
selling said toilet articles, and the sole and exclusive owner of said trade- 
marks, trade-names and trade-labels, and that the same are valid and sub- 
sisting trade-marks, trade-names and trade-labels, and that The Woodbury 
Company will not use the same upon any articles, except those enumerated 
herein, or in any business except the manufacture and sale of the articles 
enumerated herein. * * * 

“It is mutually covenanted and agreed * * * if any payment herein 
stipulated to be paid is not paid when due, or if The Woodbury Company 
shall violate any covenant of this agreement, * * * then this agreement and 
all rights hereunder shall terminate and be at an end as fully as if this 
agreement had not been made, and all rights and licenses hereunder shall 
revert to said The Andrew Jergens Company; otherwise this agreement 
shall remain in force for fifty years. 

“It is covenanted and agreed between The Andrew Jergens Company 
and The Woodbury Company, that this license is personal to The Wood- 
bury Company and shall not enure to its successors or assigns.” 


Is the alleged agreement of April 26, 1909, a valid and bind- 
ing agreement? It must be so found, otherwise the contention of 
the complainant that thereby the contract of 1905 was abrogated 
and novated can not be sustained. To be valid and binding it 
must be supported by a consideration and it must also be the act 
of The Woodbury Company. Before and at the time of making the 
purported agreement of April 26, 1909, the last named company 
was the owner of the trade-mark, trade-name and good-will of the 
defunct Institute, save only such rights therein and thereto as had 


been acquired by the plaintiff under the 1901 contract. If com- 


plainant’s contention be sound The Woodbury Company, owning 


all the rights it has acquired under the 1905 contract, paid to the 


complainant, which had none of those rights, a substantial sum to 
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have the latter assign to it, The Woodbury Company, for a limited 


term and under heavy royalty something which the complainant 


did not have but which The Woodbury Company did have. The 
purported contract of April 26, 1909 expresses the consideration 
therefor. As expressed, that consideration passes from The Wood- 
bury Company to the complainant and not from the complainant 
to The Woodbury Company, as would be expected if The Wood- 
bury Company were in effect granting rights to the complainant. 
A consideration moving from The Woodbury Company to the com- 
plainant will not support a grant or surrender of the rights of The 
Woodbury Company. Again, if the contention of the complainant 
be correct, the instrument of April 26, 1909, completely divested The 
Woodbury Company of its entire assets. Such a contract is, in the 
absence of corporate authorization or ratification beyond the power 
of the president of a corporation to make. De La Vergne Co. v. 
German Savings Inst., 175 U. S. 40, 53. No antecedent corporate 
authority therefor has been shown. Nor was there subsequent 
corporate ratification or acquiescence for the complainant herein, 
as early as December, 1910, admitted (in paragraph VIII of its 
answer to the bill of complaint of the trustee in bankruptcy of the 
Institute against the complainant herein and others) that The 
Woodbury Company had, since the bankruptcy of the Institute, 
claimed to be the owner of the trade-marks, mailing and patients’ 
lists by virtue of the 1905 agreement. In January, 1911, The 
Woodbury Company in its answer filed to the same bill of complaint 
expressly stated that it so claimed. Soon thereafter The Wood- 
bury Company repudiated its alleged contract of April 26, 1909, 
with the complainant and that repudiation was acquiesced in by 
The Jergens Company. At the time the last mentioned contract 
was made, the complainant owned all the capital stock of The Wood- 
bury Company and the complainant advances the thought that such 
ownership was equivalent to and of the same effect as antecedent 
corporate authority. I cannot subscribe to this contention. De La 
Vergne Co. v. German Savings Inst., supra; Machen, on Corp., 
1290. Nor do I find that by reason of the unauthorized, unratified 


and repudiated act of its president in executing the contract of 
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April 26, 1909, The Woodbury Company is estopped from asserting 
its rights under the 1905 contract. After April 26, 1909, The 
Jergens Company transferred the entire capital stock of The Wood- 
bury Company to the president of the latter company as compensa- 
tion for services theretofore rendered by him to the complainant, 
and it seeks to use this transfer as a consideration for the contract 
of April 26, 1909. The alleged contract, however, states another 
consideration and the expression of the one impliedly excludes the 
other. Furthermore, the transfer of the shares by the complainant 
to Buggeln, the president of The Woodbury Company, was as com- 
pensation for services rendered to the complainant by him in an 
individual and personal capacity. The transfer of the shares to 
Buggeln was res inter alios acta and in no way affected the rights 
of The Woodbury Company. It follows, in my opinion, that the 
instrument of April 26, 1909, did not by estoppel or otherwise 
affect the rights of The Woodbury Company, acquired by it through 
the contract of 1905. 

The complainant advances still another ground upon which it 
contends the defendants may not successfully dispute its claims to 
the exclusive use of the mark and name. This contention is that, by 
reason of certain acts and statements of Wm. A. Woodbury, the 
Distributors is estopped from denying that the rights of the com- 
plainant are exclusive. This contention makes necessary an in- 
quiry into the alleged authority of the Distributors to use the name 
and mark and into the relation of Wm. A. Woodbury to its business. 
The Distributors seeks to justify its acts by authority and rights 
derived, as it asserts, through a contract of 1918, from two separate 
and distinct sources, namely, from The Woodbury Company and 
from the individual Wm. A. Woodbury. Wm. A. Woodbury, a 
cousin of John H. Woodbury, became in the year 1892 an employee 
of the Institute and then or subsequently a stockholder and an 
officer thereof. His duties seem to have been those of a general 
manager with more or less supervision over all the departments of 
the Institute but in charge particularly of its advertising. The 


evidence discloses that after the bankruptcy of the Institute he 


directed his attention to an intelligent and comprehensive study 
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of all phases of the business in which the Institute had theretofore 
been engaged. He made extensive investigations of the literature 
pertaining to the care of the person, directed mainly to the care 
of the complexion, hair, hands and feet. His investigations revealed 
that comparatively little intelligent consideration had been given 
to these subjects and that the literature was mostly confined to the 
exploitation of particular commodities or preparations. Accord- 
ingly, Wm. A. Woodbury, utilizing the information acquired by him 


through his employment with the Institute and through his own 


subsequent research, prepared a series of lessons severally directed 


to a particular branch of the art of the care of the person. These 
lessons were distributed by him in the form of a correspondence 
course to those engaged in the art professionally, such as manicure 
shops, beauty parlors and the like, as well as to individuals not so 
engaged, but interested in such matters. Subsequently he pub- 
lished a series of books each dealing with some particular phase 
of the general subject. Ultimately, one complete book, embodying 
all phases of the general subject-matter, was written and caused to 
be published by him. He also wrote many articles for newspaper 
syndicates. As one skilled in the care of the person, he acquired 
an extensive reputation. Originally it was the purpose of Wm. A. 
Woodbury not to engage in the manufacture and sale of toilet 
articles, but his several publications brought to him numerous re- 
quests for preparations to be used in the care of the person. Con- 
sequently, he began furnishing to such inquirers preparations put 
up by himself and he continued so to do until he made his arrange- 
ment with the Distributors. Included among his preparations were 
soaps, creams, powders and similar articles. The rights which The 
Woodbury Company undertook to confer upon the Distributors 
and which the latter now claims consist of the selling agency for 
all the products which The Woodbury Company had the right to 
manufacture under the contract of 1905, the right to use thereon 
the neckless head trade-mark including the name “John H. Wood- 
bury” and the name “Woodbury.” The rights that Wm. A. Wood- 
bury undertook to confer upon the Distributors and which the latter 


now claims consist of the right to use the name Wm. A. Wood- 
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bury as part of its corporate name; the right to use that name on 
toilet preparations sold by it; the right to avail itself of the knowl- 
edge of Wm. A. Woodbury acquired in the business of the Institute 
from 1892 to 1908; the right to utilize the name of Wm. A. Wood- 
bury and his reputation acquired by and resulting from his widely 
distributed publications during the period of approximately ten 
years beginning about 1909; and the right to utilize the good-will 
and business of Wm. A. Woodbury in the sale of toilet preparations 
marketed by him during the same period. 

The contention of the complainant that the Distributors, in so 
far as it claims through The Woodbury Company, is estopped from 
asserting that The Woodbury Company is possessed of any rights 
under the 1905 contract, by reason of certain acts and statements 
of Wm. A. Woodbury, is based upon affidavits and pleadings of 
Wm. A. Woodbury of an alleged contrary tenor filed by him or 
on his behalf in the bankruptcy proceedings of the Institute and 
in a suit brought by the trustee in bankruptcy of the Institute 
against the complainant herein. In that suit The Jergens Com- 
pany was charged by the trustee with fraudulently bringing about 
the bankruptcy of the Institute to its detriment and particularly 
to the damage of its minority stockholders. It, of course, needs no 
argument to show that the acts and statements of Wm. A. Wood- 
bury, made after The Woodbury Company had acquired its rights 
under the contract of 1905, can in no way affect the rights of the 
Distributors in so far as it claims through The Woodbury Company. 
Is the Distributors estopped by the acts and statement of Wm. A. 
Woodbury from denying that the complainant has the rights which 
it, the Distributors, claims through him? Whatever position may 
have been taken by Wm. A. Woodbury in the bankruptcy proceed- 
ings and in the suit of the trustee in bankruptcy against The 
Jergens Company, the questions there involved are not the questions 
presented here. In those proceedings Wm. A. Woodbury was at- 
tempting to protect his rights as a minority stockholder of the In- 
stitute as against The Jergens Company. The rights of Wm. A. 
Woodbury properly to use his own name and fame in the business 
of manufacturing and selling toilet articles were not there involved. 
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The rights which in this suit the Distributors claims through Wm. 
A. Woodbury are rights derived from him individually; they are 
personal rights as distinguished from the rights of a stockholder. 
The rule that a party will not be allowed in a subsequent judicial 
proceeding to take a position inconsistent with a position taken by 
him in a former judicial proceeding does not apply to suits in which 
the issues and the parties are not the same. (10 R. C. L. 702.) 
If, however, the estoppel of the Distributors, as set up by the com- 
plainant, does not depend upon the rule touching inconsistent posi- 
tions in judicial proceedings but upon estoppel in pais, it is met 
by the insuperable difficulty that the alleged misrepresentations of 


Wm. A. Woodbury must consist of facts, not of “opinion, or a con- 


clusion of law from a comparison of facts’ (Bigelow, on Estoppel, 


634, 635), and of the further difficulty that a party setting up an 
estoppel must have been ignorant of the real facts as to the matter 
in controversy. (Bigelow, on Estoppel, 681.) The complainant 
has not shown and is not in a position to show that it was ignorant 
of any fact as to which statements were made by Wm. A. Woodbury 
in the bankruptcy proceedings. I think, therefore, that the Dis- 
tributors is not estopped by any act or statement of Wm. A. Wood- 
bury from denying that the complainant has the rights which it 
asserts. 

The complainant caused a combination mark consisting of the 
word “Woodbury’s” and the neckless head to be registered for use 
upon some of the commodities which it claims through the assign- 
ment of the trustee dated March 6, 1909, but under the facts of this 
case such registration neither conferred any greater rights in the 
use of that name or mark upon the complainant, nor diminished the 
rights of others entitled to the use’thereof. Thomas G. Carroll & 
Son Co. v. McIlvaine & Baldwin, 171 Fed. 125; affirmed 183 Fed. 
22. Sarrazin v. W. R. Irby Cigar & Tobacco Co., 93 Fed. 624. 
Scandanavia Belting Co. v. Asbestos §& Rubber Works, 257 Fed. 
937 [9 T. M. Rep. 136]. In view of the foregoing conclusions, | 
am of the opinion that the rights and the only rights that the com- 
plainant has in the neckless head trade-mark and in the name 


“Woodbury” are those acquired by it through the contract of June 





208 ELEVEN TRADE-MARK REPORTER 


13, 1901. Its rights to the use of the neckless head trade-mark 
are expressly limited by that contract to the eight articles specif- 
ically mentioned therein. Its rights under that contract to the use 
of the name “Woodbury” have been determined by the Court of 
Appeals of the State of New York, the state in which the contract 


was made, in a suit of the complainant against John H. Woodbury. 


The rights of Wm. A. Woodbury to use his own name were not any 
more surrendered by the contract of 1901 than were the rights of 
John H. Woodbury to use his name, both of whom were parties 
thereto. The Court of Appeals in that case (197 N. Y. 66) said: 


“The contract which is the basis of the plaintiff's right to use the 
name ‘Woodbury’ entitled them to use that name only when applied to the 
several commodities expressly specified therein. It leaves the defendants 
entitled to use that name as applied to any other articles which they manu- 
facture and sell except such as so resemble the articles specified in the 
contract that they are calculated to deceive and mislead the public to 
believe that they are identical with those named in the contract. The trial 
court has found that the article manufactured and sold by the defendants 
as ‘Woodbury’s New Skin Soap’ is thus calculated to deceive and mislead 
the public. That finding has been unanimously affirmed by the appellate 
division and hence is conclusive upon this Court. It follows that the in- 
junction embodied in the judgment is right so far as it is effectual to re- 
strain the defendants from using the name Woodbury in connection with 
any of the articles specified in the contract and also so far as it restrains 
them from making and selling ‘Woodbury’s New Skin Soap. It goes too 
far, however, in forbidding the defendants from using the name Wood- 
bury on other soaps or in connection with other articles where such use 
is not deceptive or misleading.” 


Having ascertained the rights of the complainant in the name 
and mark, there remains to be determined only whether those rights 
have been infringed by the defendants or any of them. This issue 
depends upon the acts and doings of the several defendants as 
disclosed by the evidence. The complainant admits that there is no 
evidence sustaining its charges of infringement against Woodbury 
System, Inc., and that as to it the bill should be dismissed. 

There is no evidence showing that Woodbury, Inc., has in- 
fringed any rights of the complainant (however broad those rights 
may be), but complainant contends that it has threatened to in- 
fringe and bases this contention upon an advertisement of and a 


circular issued by one Walter J. Pierce & Co. It is unnecessary to 
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determine whether or not the circular or advertisement, if authorized 
by Woodbury, Inc., would constitute a threat to infringe, for I 
am unable to conclude from the evidence that the advertisements 
of circulars were in any sense sanctioned by that defendant. The 
bill as to it should be dismissed without regard to the limited scope 
of complainant's rights in the name and mark. 

The Distributors has been actively engaged in business. It 
sold under its own name, “Wm. A. Woodbury Distributors, Inc.,” 
or under the name “Wm. A. Woodbury” some articles by virtue of 
the rights which it acquired from Wm. A. Woodbury. The Dis- 
tributors has not used upon such articles the neckless head trade- 
mark. When selling articles acquired from The Woodbury Com- 
pany and other articles not of the species of any of the eight articles 
upon which the complainant has the exclusive right to use the neck- 
less head, the Distributors has used thereon the neckless head trade- 
mark. As an illustration of the articles upon which the neckless 
head has been so used by the Distributors, there are found among 


the exhibits such articles as Clear Skin Lotion, Face and Hand 


Lotion, Acme Pimple Soothing Lotion, Hair Tonic, Liquid Sham- 


poo, Mouth Elixir, Coarse Pore Lotion, Cleansing Massage Cream, 
Cold Cream, Heal Skin Ointment, and Complexion Tablets. As 
an illustration of the articles upon which the neckless head has not 
been used by the Distributors, there are found among the exhibits 
such articles as Wm. A. Woodbury Kleen Odor Soap, Wm. A. 
Woodbury Sea Maid Soap, Wm. A. Woodbury Olive & Palm Soap, 
Wm. A. Woodbury Dentate, and Mercurie Isolide Soap. It cannot 
be denied that the evidence discloses that some confusion exists in 
the public mind as to the origin of the articles of the respective 
parties, yet so far as I have been able to discover from the evidence 
such confusion as does exist arises from the exercise of the legal 
rights of the respective parties, and not from any wrongful act 
of the Distributors. Such confusion seems wholly attributable to 
the fact that two separate and distinct corporations, deriving their 
title from a common source, have the right to use the same mark and 
name upon different articles and preparations of the same general 


class, and to the further fact that an individual has, subject to cer- 
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tain conditions (observed, I think, by the Distributors) the right to 
use his name in his business, although his surname may have ac- 
quired a secondary meaning, and to transfer that business to a 
corporation bearing his name. Howe Scales Co. v. Wyckoff, Sea- 
mans, etc., 198 U. S. 118; Waterman Co. v. Modern Pen Co., 235 
U.S. 88 [5 T. M. Rep. 1]. What constitutes an infringement of 
plaintiff's rights under the contract of 1901 was decided in Andrew 
Jergens Co. v. Woodbury, supra. The test for infringement in this 
suit is the test in that case. Measuring the acts of the Distributors 
by the rule of that case, I find no infringement committed by it in 
putting out its articles or in the manner in which such articles. are 
put out. The dress of the articles sold by the Distributors is in no 
sense a simulation of the dress of the complainant’s goods. The 
articles sold by it do not, in my opinion, “so resemble the articles 
specified in the contract (of 1901) that they are calculated to deceive 
and mislead the public to believe that they are identical with those 
named in the contract’ of 1901. The mark and name as used by 
the Distributors are used by it in the exercise of its legal rights. 
Those rights it has not abused. 

While I have given this limited detailed consideration to the 
question of infringement of complainant’s rights by the Distributors, 
I do not understand the complainant to contend that the defendants 
or any of them have violated or threatened to violate any rights 
which The Jergens Company claims under the 1901 contract, its 


charges of infringement having been predicated mainly, if not en- 


tirely, upon the hypothesis that it has the sole and exclusive right 


to use the neckless head trade-mark and the name “Woodbury” 
upon toilet articles and dermatological preparations. 

In view of the foregoing conclusions, and without considering 
the defense of unclean hands, I am of the opinion that the bill 
should likewise be dismissed as to the Distributors. 


A decree in accordance with this opinion may be submitted. 





